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Unit 1 – Intro to Trademark & Unfair
Competition Law
1.1 Definition and Purpose of Trademarks

Understanding Trademarks: Definition and Purpose
Trademarks are the distinctive signs that identify and distinguish goods or services in the marketplace.
They serve three core functions: they tell consumers who makes a product, they signal a certain level of
quality, and they act as advertising tools. Understanding these functions is the foundation for everything
else in trademark law.

Functions of Trademarks in Commerce
A trademark can be a word, name, logo, color, sound, or even a scent, so long as it identifies and
distinguishes goods or services. Think of McDonald's golden arches or the Nike swoosh. These marks do
more than just look recognizable; they perform specific commercial functions:

• Source identification: A trademark tells consumers where a product comes from. When you see the
Coca-Cola script or the Apple logo, you immediately associate the product with a specific company.
The consumer doesn't need to know the manufacturer's address; the mark itself does that work.

• Quality assurance: Trademarks signal consistent quality. A Mercedes-Benz badge or a Rolex crown
creates an expectation about the product's performance. Over time, consumers learn to trust (or
distrust) a mark based on their experiences.

• Advertising function: Marks serve as powerful marketing shorthand. Slogans like "Just Do It" or "I'm
Lovin' It" create instant brand recognition and recall, compressing an entire brand identity into a few
words or images.

Trademarks vs. Other Intellectual Property
Trademark law is one branch of intellectual property, but it differs from patents and copyrights in important
ways:

Feature Trademarks Patents Copyrights

What's protected Brand identities and
commercial symbols
(Kleenex, Google)

Inventions and new
discoveries (pharmaceutical
formulas, mechanical
processes)

Original artistic and literary
works (Harry Potter books,
Disney characters)

Duration Potentially indefinite, as long
as the mark is used in
commerce and properly
renewed

Typically 20 years from filing Author's life plus 70 years
(for individual authors under
current U.S. law)

Core idea Protects against consumer
confusion about source

Grants a temporary
monopoly to incentivize
invention

Protects expression of ideas,
not the ideas themselves

The key distinction for this course: trademarks can last forever. Patents and copyrights expire. That's
because trademarks serve an ongoing public function (helping consumers identify sources), so protection
continues as long as the mark is actively used.



Fiveable archived study guides Page 3

Role of Trademarks in Consumer Protection
Trademark law isn't just about protecting businesses. A major justification for the entire system is
consumer protection.

• Reducing marketplace confusion: Trademarks let consumers make informed purchasing decisions by
clearly distinguishing between similar products. You can tell Pepsi from Coca-Cola at a glance because
of their distinct marks.

• Preventing deception: Trademark enforcement helps combat counterfeit goods, protecting consumers
from inferior or potentially dangerous imitations of products like electronics or pharmaceuticals.

• Encouraging quality maintenance: Because a trademark ties a company's reputation to its products,
businesses have an incentive to keep quality consistent. If quality drops, the mark's value drops with it.

The legal tools that enforce these protections include:

1. Trademark infringement actions (the primary cause of action when someone uses a confusingly
similar mark)

2. Unfair competition laws (broader protections against deceptive trade practices)

3. Anti-dilution provisions (protecting famous marks from uses that blur their distinctiveness or tarnish
their reputation, even without consumer confusion)

Benefits of Trademarks for Businesses
Beyond consumer protection, trademarks provide concrete business advantages:

• Brand building and extension: A strong mark makes it easier to launch new products or enter new
markets. The Virgin Group, for example, has leveraged its brand across airlines, music,
telecommunications, and more.

• Customer loyalty: Trademarks help build the kind of trust that keeps customers coming back. Apple's
devoted customer base is tied directly to the strength of its brand identity.

• Financial value: Trademarks are intangible assets that can be worth billions. They can be licensed,
franchised, or used as leverage in strategic partnerships. Starbucks and Marvel both generate
enormous revenue through licensing alone.

• Premium pricing and differentiation: A recognized mark lets a business charge more and stand out in
crowded markets, encouraging companies to invest in innovation and distinct product offerings rather
than competing purely on price.

1.2 Historical Development of Trademark Law
Trademark law's roots stretch back to ancient civilizations, evolving through medieval guilds and the
Industrial Revolution. Its journey reflects society's changing needs for product identification and brand
protection as commerce expanded globally.

Modern trademark legislation has adapted to new challenges. From early U.S. laws to the landmark
Lanham Act and recent revisions, trademark protection has grown more sophisticated, addressing
digital-age issues and harmonizing with international standards.
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Ancient Origins and Modern Evolution of Trademark Law

Origins of trademark law
• Ancient origins trace back to Mesopotamian pottery markings identifying craftsmen and Roman
empire branding practices distinguishing goods

• Medieval European guild marks served as quality indicators and protected trade monopolies

• Early modern period developments included 16th-century English court cases establishing precedents
and 17th-century trademark infringement lawsuits shaping legal concepts

• Industrial Revolution impact increased need for brand protection due to mass production and
expanded distribution networks

• 19th-century legal developments saw first trademark statutes enacted (United Kingdom 1862, United
States 1870) and emergence of trademark registration systems

• 20th-century advancements brought international trademark agreements (Paris Convention) and
expanded protectable subject matter (sounds, colors)

• 21st-century challenges address digital age issues (domain names, social media) and global
harmonization efforts (Madrid Protocol)

Milestones in trademark legislation
• Trademark Act of 1870 established first federal trademark law in United States but declared
unconstitutional in 1879

• Trademark Act of 1881 limited protection to marks used in commerce with foreign nations and Indian
tribes

• Trademark Act of 1905 expanded federal trademark protection and introduced incontestability
principle

• Lanham Act of 1946 codified common law principles, introduced Principal and Supplemental
Registers, and established modern U.S. trademark law foundation

• Trademark Law Revision Act of 1988 introduced intent-to-use applications and modified "use in
commerce" definition

• Trademark Law Treaty Implementation Act of 1998 harmonized U.S. law with international standards
(filing procedures)

• Trademark Dilution Revision Act of 2006 clarified and strengthened dilution protection for famous
marks

Global Influences and Technological Impact

Historical influences on trademark protection
• Industrial Revolution necessitated stronger brand protection due to mass production and increased
interstate and international trade

• World Wars disrupted global trade leading to trademark piracy issues and post-war economic boom
increased trademark value
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• Digital age brought challenges with Internet domain names (cybersquatting), social media marketing,
and e-commerce counterfeiting

• Globalization increased cross-border trademark disputes and need for international trademark
strategies

• Technological advancements raised questions about 3D printing and product design protection,
AI-generated trademarks, and blockchain for trademark registration

Global harmonization of trademark law
• Paris Convention for the Protection of Industrial Property (1883) established international trademark
filing priority and national treatment principle

• Madrid Agreement (1891) and Madrid Protocol (1989) created international trademark registration
system simplifying multi-jurisdictional protection

• Nice Agreement (1957) standardized international classification of goods and services

• Trademark Law Treaty (1994) standardized administrative trademark registration procedures across
member countries

• TRIPS Agreement (1994) set minimum standards for intellectual property protection and enforcement
mechanisms for WTO members

• Singapore Treaty on the Law of Trademarks (2006) expanded scope of registrable marks and
provided for electronic filing

• Anti-Counterfeiting Trade Agreement (ACTA) attempted to establish international standards for IP
enforcement but faced controversy and limited adoption

1.3 Sources of Trademark Law: Lanham Act and Common Law
U.S. trademark law stems from multiple sources, including the Lanham Act, common law, state statutes,
and international treaties. These sources work together to create a comprehensive system of trademark
protection, balancing federal and state interests.

The Lanham Act provides strong federal protection through registration, while common law rights arise
from use. Each system has advantages and limitations, with federal registration offering broader protection
but common law providing immediate, localized rights without formalities.

Federal and Common Law Sources of Trademark Protection

Sources of US trademark law
• Lanham Act (Trademark Act of 1946) serves as primary federal statute governing trademarks, service
marks, and unfair competition codified in 15 U.S.C. §§ 1051 et seq

• Common law developed through court decisions and precedents varies by state (California, New
York)

• State trademark statutes complement federal law and common law (Florida Trademark Act)

• International treaties shape global trademark protection (Paris Convention, TRIPS Agreement)
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Provisions of Lanham Act
• Registration of trademarks on Principal Register provides stronger protection and Supplemental
Register for descriptive marks

• Protects various types of marks including trademarks (Nike swoosh), service marks (McDonald's
golden arches), certification marks (USDA Organic), and collective marks (CPA for accountants)

• Establishes causes of action for trademark infringement, false designation of origin, dilution, and
cybersquatting

• Provides remedies such as injunctive relief, monetary damages, and attorney's fees in exceptional
cases

• Recognizes defenses including fair use (nominative, descriptive), abandonment, and genericness

• Grants initial protection term of 10 years, renewable indefinitely with proper use and maintenance

Common law in trademark rights
• Establishes rights through use based on first-to-use principle without requiring registration

• Limits geographic scope of protection to areas of actual use or reputation

• Provides state-specific protections through anti-dilution statutes and unfair competition laws

• Expands protectable subject matter to include trade dress (Coca-Cola bottle shape) and product
configurations

• Develops new doctrines such as initial interest confusion and post-sale confusion

• Influences interpretation and application of Lanham Act provisions leading to circuit splits on various
issues

Federal registration vs common law
• Federal registration advantages:

• Grants nationwide constructive notice of trademark rights

• Provides prima facie evidence of validity in legal proceedings

• Allows for incontestability after five years of continuous use

• Secures federal court jurisdiction for trademark disputes

• Permits use of ® symbol

• Serves as basis for foreign registrations

• Federal registration limitations:

• Involves costs for obtaining and maintaining registration

• Subjects mark to potential cancellation or opposition proceedings

• Common law protection advantages:

• Offers immediate protection upon use without registration
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• Eliminates registration fees and maintenance requirements

• Protects marks that may not qualify for federal registration (local business names)

• Common law protection limitations:

• Restricts geographic scope of protection

• Places burden of proving ownership and validity on trademark owner

• Excludes access to certain statutory damages or remedies

• Concurrent use considerations address conflicts between federal registrants and common law users,
including junior users in remote geographic areas

1.4 Types of Trademarks and Service Marks
Trademarks come in various forms, from word marks to design elements and even non-traditional
identifiers like sounds and scents. Each type serves to distinguish brands, but they differ in strength,
versatility, and the challenges they face in registration and protection.

Understanding the nuances between trademark types is crucial for effective brand strategy. While word
marks offer broad applicability, design marks create visual impact. Service marks parallel trademarks but
focus on intangible offerings, highlighting the diverse ways companies can protect their brand identities.

Types of Trademarks and Service Marks

Types of trademarks
• Word marks

• Words, letters, numbers, or combinations form distinctive identifiers used across media platforms
(Coca-Cola, IBM, 3M)

•

Standard character marks maintain consistent protection regardless of font while stylized text marks
protect specific visual presentations

•

Design marks

• Graphical elements, symbols, or logos create visual brand identifiers often incorporating text (Nike
swoosh, Apple logo, McDonald's golden arches)

•

Protect unique visual representations, transcend language barriers

•

Trade dress

• Overall product or packaging appearance including shape, color, texture creates distinct visual identity
(Coca-Cola bottle shape, Christian Louboutin red soles)

• Protects comprehensive brand image, extends beyond individual logo or name
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Service marks vs trademarks
• Service marks

• Identify and distinguish service providers in intangible offerings (FedEx, Geico, Airbnb)

•

Displayed in advertisements, promotional materials rather than on physical products

•

Similarities

• Source identifiers subject to identical registration and protection processes

•

Can manifest as word marks, design marks, or trade dress

•

Differences

• Service marks apply to intangible services while trademarks cover tangible goods

• Display methods vary due to nature of offerings (service ads vs product packaging)

Protection of non-traditional trademarks
• Color marks

• Require acquired secondary meaning, non-functionality (Tiffany Blue, UPS Brown)

•

Must distinctly identify brand without impeding competition

•

Sound marks

• Distinctive, non-functional audio cues represented graphically in applications (NBC chimes, MGM lion
roar)

•

Create memorable auditory brand associations

•

Scent marks

• Non-functional odors serving as source identifiers (Play-Doh scent)

•

Challenging to register due to description difficulties, must not be naturally occurring product scents

•
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Protection requirements 1. Demonstrate distinctiveness (inherent or acquired) 2. Prove non-functionality 3.
Provide graphical representation 4. Offer clear, precise description

Strengths of trademark types
• Word marks

• Versatile across media, easily pronounced and remembered

•

Risk descriptiveness or genericism, potential confusion with similar words

•

Design marks

• Visually distinctive, memorable, transcend language barriers

•

Limited to visual media, challenging to protect against similar designs

•

Trade dress

• Comprehensive product appearance protection, strong brand recognition

•

Difficult to prove distinctiveness, potential functionality issues limiting protection

•

Non-traditional marks

• Unique, memorable, create strong sensory associations

•

Registration and enforcement challenges, limited protection scope due to specificity

•

Distinctiveness spectrum 1. Fanciful marks (strongest, invented words) 2. Arbitrary marks (existing words
unrelated to products) 3. Suggestive marks (imply product qualities) 4. Descriptive marks (require
secondary meaning) 5. Generic terms (weakest, no protection)
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Unit 2 – Distinctiveness and Trademark
Eligibility
2.1 Spectrum of Distinctiveness: Generic to Fanciful Marks
Trademark distinctiveness is crucial in determining legal protection. The spectrum ranges from generic
(unprotectable) to fanciful (strongest protection), with descriptive, suggestive, and arbitrary marks in
between. Each level has unique characteristics and implications for brand strategy.

Understanding distinctiveness helps businesses create strong, protectable marks. It balances the need for
unique branding with preserving common language for general use. The spectrum also guides courts in
assessing trademark strength and enforceability in legal disputes.

Spectrum of Distinctiveness in Trademark Law

Categories of trademark distinctiveness
• Generic marks reflect common names for products or services representing lowest level of
distinctiveness (Apple for apples, Chair for chairs)

• Descriptive marks convey characteristics, qualities, or features of products/services (Speedy for
delivery services, Soft for tissues)

• Suggestive marks hint at qualities without directly describing them requiring imagination to connect
mark to product/service (Coppertone for sunscreen, Jaguar for cars)

• Arbitrary marks use existing words in unrelated context with no logical connection to product/service
(Apple for computers, Shell for gasoline)

• Fanciful marks encompass invented or coined terms embodying highest level of distinctiveness
(Kodak for cameras, Xerox for copiers)

Analysis of trademark distinctiveness
• Inherent distinctiveness scale ranges from fanciful/arbitrary (inherently distinctive) to suggestive (less
strong) to descriptive (not inherently distinctive) to generic (never distinctive)

• Eligibility for protection grants immediate protection for fanciful, arbitrary, suggestive marks while
descriptive marks require acquired distinctiveness and generic marks receive no protection

• Factors considered in analysis include consumer perception, relationship between mark and
product/service, and use in the marketplace

• Acquired distinctiveness applies to descriptive marks proven through long-term use, advertising, and
consumer recognition

Protection for distinctive marks
• Consumer recognition improves as distinctive marks become easier for consumers to identify and
remember reducing likelihood of confusion

• Reward for creativity encourages businesses to create unique, memorable marks promoting
innovation in branding and marketing
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• Limited vocabulary justification preserves common terms for general use preventing monopolization of
descriptive language

• Trademark depletion theory maintains availability of marks for future businesses balancing
competition and brand protection

• Strength in enforcement allows distinctive marks to be more easily defended against infringement
providing broader scope of protection in legal disputes

Pros and cons of distinctiveness levels
• Generic marks

• Advantages: easily understood by consumers and clearly communicate product/service

• Disadvantages: no legal protection and difficult to distinguish from competitors

• Descriptive marks

• Advantages: convey immediate information about product/service and can become protectable with
acquired distinctiveness

• Disadvantages: weak initial protection and require significant investment to gain secondary meaning

• Suggestive marks

• Advantages: balance between distinctiveness and product association with immediate trademark
protection

• Disadvantages: may require marketing to clarify product connection and less distinctive than arbitrary
or fanciful marks

• Arbitrary marks

• Advantages: strong legal protection and memorable and unique in their market

• Disadvantages: no inherent connection to product/service and may require extensive marketing to
establish brand identity

• Fanciful marks

• Advantages: strongest legal protection and highly distinctive and memorable

• Disadvantages: no inherent meaning or product association and significant marketing needed to
educate consumers

2.2 Acquired Distinctiveness and Secondary Meaning
Acquired distinctiveness transforms non-distinctive marks into protectable ones through marketplace
recognition. This concept is crucial for brands seeking trademark protection, as it allows descriptive marks
to gain legal significance and registration on the Principal Register.

Several factors contribute to establishing secondary meaning, including length of use, advertising efforts,
sales volume, and consumer recognition. Case studies like Zatarain's and Two Pesos highlight the
importance of consistent branding and market presence in proving acquired distinctiveness.
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Understanding Acquired Distinctiveness and Secondary Meaning

Acquired distinctiveness and secondary meaning
• Acquired distinctiveness transforms non-distinctive marks into distinctive ones through marketplace
recognition (Coca-Cola, Xerox)

• Secondary meaning creates consumer association between mark and specific source (McDonald's
golden arches)

• Legal significance enables protection for otherwise non-protectable marks, allows Principal Register
registration, provides enforcement basis against infringers

Factors for secondary meaning
• Length and exclusivity of use evaluates duration and continuity in commerce (Tiffany & Co. since
1837)

• Amount and manner of advertising considers promotional efforts, media types, and geographic scope
(Nike's "Just Do It" campaigns)

• Volume of sales examines quantity of goods/services sold and market share (iPhone sales figures)

• Direct consumer testimony utilizes surveys and anecdotal evidence demonstrating recognition

• Intentional copying by competitors indicates mark's value and recognition (knockoff Louis Vuitton
bags)

• Unsolicited media coverage includes press articles or reviews mentioning the mark (Apple product
launches)

• Consumer surveys measure brand recognition through scientifically conducted polls

Establishing and Protecting Acquired Distinctiveness

Case studies of secondary meaning
• Zatarain's, Inc. v. Oak Grove Smokehouse, Inc. demonstrated long-term use of "Fish-Fri" for seafood
batter mix, extensive advertising, and significant sales figures

• Two Pesos, Inc. v. Taco Cabana, Inc. established trade dress protection for inherently distinctive
restaurant decor without requiring secondary meaning proof

• Strategies for establishing secondary meaning include consistent mark use, comprehensive branding,
consumer surveys, and maintaining advertising and sales records

Inherent vs acquired distinctiveness
• Inherently distinctive marks receive immediate protection upon use in commerce (Kodak, Exxon)

• Acquired distinctiveness requires proof of secondary meaning, typically for descriptive marks
(American Airlines)

• Scope of protection often broader for inherently distinctive marks

• Registration process simpler for inherently distinctive marks, no proof of use required
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• Enforcement challenges greater for marks with acquired distinctiveness

• Both types require continued use to maintain protection, acquired distinctiveness may need ongoing
evidence of secondary meaning

2.3 Functionality Doctrine
The functionality doctrine in trademark law prevents monopolization of useful product features, promoting
fair competition. It distinguishes between utilitarian and aesthetic functionality, impacting how courts
assess trademark protection for design elements.

This doctrine shapes product design strategies, encouraging innovation in non-functional elements while
allowing competitors to use necessary features. It balances consumer benefits from competition with brand
identity protection, influencing market dynamics and product development.

Understanding the Functionality Doctrine in Trademark Law

Purpose of functionality doctrine
• Legal principle prevents trademark protection for functional features in product design and packaging

• Promotes fair competition by preventing monopolization of useful product features

• Maintains balance between patent and trademark law ensuring useful features remain available for all

• Feature must not be essential to use or purpose and not affect cost or quality of article (shape of tire,
design of bottle opener)

• Codified in Lanham Act and developed through case law (TrafFix Devices v. Marketing Displays)

Utilitarian vs aesthetic functionality
• Utilitarian functionality relates to practical, mechanical, or operational aspects (shape of tire, design of
bottle opener)

• Aesthetic functionality applies to features contributing to commercial success through visual appeal
(color of product, decorative elements)

• Utilitarian focus on practical use, aesthetic on visual appeal

• Courts apply stricter standards to utilitarian functionality

• Aesthetic functionality remains more controversial and less uniformly applied (Louboutin red sole
case)

Functionality's impact on product design
• Functional features cannot be protected as trademarks, impacting registration and enforcement

• Encourages innovation in non-functional design elements

• May lead to increased focus on branding and marketing strategies

• Functional packaging features may not be protectable (resealable closures)

• Emphasis on distinctive, non-functional packaging elements (unique bottle shapes)

• Challenges in determining functionality in complex designs (smartphone interfaces)
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Trademark protection vs competition balance
• Prevents monopolization of useful features allowing competitors to use necessary product elements

• Safeguards brand identity and consumer recognition

• Encourages investment in distinctive, non-functional features

• Balances consumer benefit from competition vs potential for confusion

• Influences product development and marketing strategies

• Impacts market entry barriers for new competitors

• Ongoing debates on scope of aesthetic functionality and appropriate tests for determining functionality

• Interaction with other areas of intellectual property law (patent overlap)

2.4 Bars to Registration and Protection
Trademark law sets up various hurdles for registration and protection. These "statutory bars" include
issues like distinctiveness, deceptiveness, functionality, and more. Understanding these barriers helps
businesses create stronger, more defensible trademarks.

Overcoming registration bars requires strategic thinking. Choosing inherently distinctive marks, acquiring
secondary meaning, and avoiding functional features are key tactics. Comprehensive searches,
disclaimers, and building evidence of acquired distinctiveness can also help navigate the trademark
registration process successfully.

Statutory Bars to Trademark Registration and Protection

Statutory bars to trademark registration
• Distinctiveness-related bars

• Generic terms lack distinctiveness cannot function as trademarks (aspirin)

• Merely descriptive marks directly describe product features require secondary meaning (Soft Soap)

• Deceptively misdescriptive marks falsely describe product characteristics (Woolite for cotton fabric
cleaner)

• Primarily geographically descriptive marks indicate product origin need secondary meaning
(Philadelphia Cream Cheese)

• Deceptiveness bars

• Deceptive marks mislead consumers about product qualities or characteristics (Lovee Lamb for
synthetic car seat covers)

• Primarily geographically deceptively misdescriptive marks falsely suggest geographic origin (Swiss
Army Knives made in China)

• Functionality bar

• Utilitarian functionality prevents monopolization of useful product features (oval-shaped fishing lure)

• Aesthetic functionality bars protection for design elements affecting product cost or quality (black
outboard boat motors)
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• Scandalous or immoral marks offend public sensibilities or morality (FUCT clothing brand)

• Disparaging marks denigrate persons, institutions, beliefs, or national symbols (Washington Redskins)

• False suggestion of connection implies non-existent relationship with person or institution (OBAMA
PAJAMA)

• Likelihood of confusion with existing marks causes consumer confusion in marketplace (DOMINO'S
for pizza vs DOMINO for sugar)

• Use of flags, coats of arms, or other insignia implies government endorsement (use of Olympic rings)

• Living person's name, portrait, or signature without consent violates privacy rights (TRUMP steaks
without Donald Trump's permission)

• Surname marks require secondary meaning to be registered (MCDONALD'S)

Rationale for registration bars
• Distinctiveness-related bars

• Prevent monopolization of common terms encourages linguistic diversity in branding (APPLE for
computers vs apples for fruit)

• Encourage creation of unique brand identifiers fosters innovative marketing strategies (KODAK,
XEROX)

• Deceptiveness bars

• Protect consumers from misleading information ensures truthful product representation (SILK for soy
milk requires disclaimer)

• Maintain integrity of the trademark system builds consumer trust in branding (THE REAL SEAL for
dairy products)

• Functionality bar

• Prevent trademark law from hindering competition keeps useful features available to all (round tire
shape)

• Preserve the boundary between trademark and patent law maintains distinct intellectual property
protections (ergonomic keyboard design)

• Scandalous, immoral, or disparaging marks

• Uphold public policy and social values reflects evolving societal norms (DYKES ON BIKES initially
rejected, later accepted)

• Avoid government endorsement of offensive content maintains neutrality in controversial issues (THE
SLANTS case led to policy change)

• False suggestion of connection

• Protect individuals and institutions from unauthorized associations preserves reputation control
(PRINCESS KATE for clothing without royal approval)

• Likelihood of confusion

• Prevent consumer confusion in the marketplace ensures clear product identification (POLAROID
factors test)
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• Protect existing trademark owners' rights maintains brand value and investment (ADIDAS vs
ADDIDAS)

• Use of official insignia

• Prevent misuse of government symbols maintains official symbol integrity (unauthorized use of FBI
seal)

• Avoid implying official endorsement prevents consumer deception about product origin or quality
(false use of USDA Organic seal)

• Living person's name or likeness

• Protect individual privacy rights prevents exploitation of personal identity (unauthorized use of
celebrity names)

• Prevent unauthorized commercial exploitation respects personal autonomy (TIGER WOODS for golf
equipment without permission)

• Surname marks

• Preserve common surnames for public use prevents monopolization of family names (SMITH for
blacksmith services)

• Encourage more distinctive branding promotes creative trademark development (FORD acquired
distinctiveness for automobiles)

Case studies of bar applications
• Abercrombie & Fitch Co. v. Hunting World, Inc.

• Established spectrum of distinctiveness for word marks categorized trademarks from generic to
fanciful (SAFARI for clothing)

• Two Pesos, Inc. v. Taco Cabana, Inc.

• Addressed inherent distinctiveness of trade dress recognized protection for restaurant décor without
secondary meaning

• Qualitex Co. v. Jacobson Products Co.

• Explored color as a trademark and functionality doctrine allowed registration of green-gold color for
dry cleaning press pads

• Matal v. Tam

• Challenged the ban on disparaging trademarks struck down prohibition as unconstitutional (THE
SLANTS for Asian-American band)

• In re Bayer Aktiengesellschaft

• Examined merely descriptive and surname issues rejected ASPIRINA as both descriptive and a
surname

• Wal-Mart Stores, Inc. v. Samara Brothers, Inc.

• Distinguished between product design and product packaging required secondary meaning for
product design trade dress

• TrafFix Devices, Inc. v. Marketing Displays, Inc.
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• Clarified utilitarian functionality doctrine barred trademark protection for dual-spring design of road
signs

Strategies for overcoming registration bars
• Conduct comprehensive trademark clearance searches

• Identify potential conflicts with existing marks reduces likelihood of opposition or cancellation

• Assess distinctiveness and potential descriptiveness issues guides selection of stronger marks

• Choose inherently distinctive marks

• Fanciful or arbitrary marks offer strongest protection (KODAK, APPLE for computers)

• Suggestive marks that require imagination provide good balance of protection and marketability
(COPPERTONE)

• Acquire secondary meaning for descriptive marks

• Consistent and extensive use in commerce builds consumer recognition over time

• Advertising and promotional efforts increases public association between mark and source

• Avoid functional features in trade dress

• Focus on non-functional aesthetic elements enhances protectability (Coca-Cola bottle shape)

• Separate utilitarian features from source-identifying elements strengthens trade dress claims

• Use disclaimers for descriptive elements

• Maintain rights in distinctive portions of the mark allows registration of composite marks

• Consider composite marks

• Combine potentially weak elements to create a distinctive whole increases overall distinctiveness

• Obtain consent for use of personal names

• Secure written permission from living individuals overcomes consent-based registration bar

• Develop evidence of acquired distinctiveness

• Consumer surveys demonstrate public recognition of mark as source identifier

• Long-term exclusive use supports claims of secondary meaning

• Utilize the Supplemental Register

• Register descriptive marks that may acquire distinctiveness provides limited benefits while building
distinctiveness

• File intent-to-use applications

• Secure priority date before actual use in commerce protects mark during product development phase

• Consider geographic restrictions

• Limit claimed territory to avoid geographic descriptiveness issues allows registration for specific
regions
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• Maintain consistent use and enforcement

• Police unauthorized use to prevent genericide preserves trademark rights (KLEENEX, BAND-AID)

• Document trademark usage guidelines ensures proper use by licensees and affiliates
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Unit 3 – The Trademark Registration
Process
3.1 Federal vs. State Registration
Trademark registration offers different levels of protection depending on whether you choose federal or
state filing. Federal registration through the USPTO provides nationwide coverage and stronger legal
standing, but comes with higher costs and longer processing times.

State registration is simpler and faster, but limits protection to a single state. The choice depends on your
business scope, budget, and expansion plans. Understanding these differences helps entrepreneurs make
informed decisions about trademark protection.

Federal vs. State Trademark Registration

Benefits vs limitations of federal registration
• Federal registration benefits:

• Nationwide protection extends trademark rights across all 50 states

• Constructive notice of ownership alerts others to your claim

• Prima facie evidence of validity strengthens legal position in disputes

• Right to use ® symbol signals federal registration status

• Access to federal courts provides broader legal remedies

• Basis for foreign registrations facilitates international expansion (Madrid Protocol)

• Listed in USPTO database increases visibility and searchability

• Federal registration limitations:

• Higher cost involves greater financial investment (filing fees, legal costs)

• Longer processing time typically takes 12-18 months

• More stringent examination process scrutinizes applications thoroughly

Federal vs state registration processes
• Filing location:

• Federal: United States Patent and Trademark Office (USPTO) in Alexandria, VA

• State: Secretary of State's office in respective state capital

• Application requirements:

• Federal: More comprehensive includes specimens, use information, and detailed goods/services
description

• State: Generally simpler requires basic mark information and minimal use evidence
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• Examination process:

• Federal: Rigorous review by USPTO examining attorneys checks for conflicts and legal requirements

• State: Often minimal examination focuses on state-specific criteria

• Duration of registration:

• Federal: 10 years, renewable indefinitely with proper maintenance

• State: Varies by state, typically 5-10 years with renewal options

• Search capabilities:

• Federal: Comprehensive national database (TESS) allows thorough mark searches

• State: Limited to state-specific records may not reveal conflicting marks in other states

Choosing federal or state registration
• Consider federal registration when:

• Business operates in multiple states or online

• Plans for nationwide expansion exist (e-commerce, franchising)

• Strong likelihood of infringement disputes necessitates robust protection

• International protection is desired for global markets

• Consider state registration when:

• Business operates solely within one state (local restaurants, small retailers)

• Limited budget for trademark protection constrains resources

• Rapid registration is necessary for immediate legal benefits

• Mark is only used locally with no plans for expansion beyond state borders

Role of USPTO in registration
• Responsibilities:

• Examining trademark applications for compliance with federal law

• Maintaining federal trademark register ensures accurate public record

• Publishing trademark information in Official Gazette

• Key functions:

• Conducting trademark searches identifies potential conflicts

• Issuing office actions communicates examination results to applicants

• Approving marks for publication initiates opposition period

• Managing opposition and cancellation proceedings resolves disputes

• Additional services:



Fiveable archived study guides Page 21

• Providing educational resources offers guidance on trademark process

• Offering online filing systems (TEAS) streamlines application submission

• Maintaining Trademark Electronic Search System (TESS) facilitates public searches

3.2 USPTO Application Procedures
The USPTO trademark application process involves several crucial steps, from conducting a
comprehensive search to receiving a registration certificate. Applicants must provide specific information,
choose a filing basis, and navigate potential office actions or oppositions.

Understanding the importance of trademark searches and the role of USPTO examining attorneys is vital.
These elements help applicants avoid conflicts, assess mark strength, and ensure compliance with
trademark laws, ultimately increasing the chances of successful registration.

USPTO Trademark Application Process

Steps in trademark application filing
1. Conduct comprehensive trademark search using USPTO's Trademark Electronic Search System
(TESS) to identify existing trademarks and pending applications

2. Determine filing basis (use in commerce or intent to use)

3. Prepare application gathering required information and choosing appropriate form (TEAS Plus, TEAS
Standard, or TEAS RF)

4. Submit application online paying required fees and receiving filing receipt with serial number

5. Respond to office actions addressing examiner's concerns or objections with additional evidence or
arguments

6. Publication in Official Gazette initiates 30-day opposition period for third parties

7. Receive registration certificate if no opposition or after successful opposition

Required information for trademark applications
• Applicant's name, address, and entity type (individual, corporation, LLC)

• Mark drawing in standard character format or special form

• Specimen of use for use-based applications (product labels, website screenshots)

• Description of goods and services with International class numbers

• Date of first use anywhere and in commerce for use-based applications

• Signature of applicant or authorized representative

• Filing fee

• Designation of domestic representative for foreign applicants

Importance of trademark searches
• Identify potential conflicts with existing marks avoiding likelihood of confusion rejections and
infringement claims
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• Save time and money preventing filing fees for potentially unsuccessful applications

• Assess strength and distinctiveness of proposed mark (generic, descriptive, suggestive, arbitrary)

• Discover common law trademarks with unregistered priority rights

• Identify state trademark registrations

• Evaluate need for alternative mark options

• Inform branding and marketing strategies

Bases for trademark applications
• Use in commerce basis (Section 1(a)) requires specimen of use at filing providing earliest possible
filing date and priority

• Intent-to-use basis (Section 1(b)) requires bona fide intent to use mark in commerce allowing
reservation of rights before actual use

• Foreign registration basis (Section 44(e)) based on registration in applicant's country of origin with no
specimen required

• Foreign application basis (Section 44(d)) claims priority based on foreign application filed within 6
months

• Simultaneous use basis for marks used by multiple parties in different geographic areas requiring
concurrent use proceeding

Role of USPTO examining attorneys
• Conduct comprehensive examination ensuring compliance with trademark laws and regulations

• Perform trademark search identifying potential conflicts and assessing likelihood of confusion

• Evaluate distinctiveness and registrability determining if mark is generic, descriptive, suggestive, or
arbitrary

• Issue office actions raising objections or requesting clarifications

• Review responses to office actions evaluating arguments and evidence submitted by applicant

• Approve application for publication if all requirements are met and no conflicts found

• Participate in appeals process defending refusals before Trademark Trial and Appeal Board (TTAB)

• Provide guidance on procedural matters assisting applicants with understanding application
requirements

3.3 Office Actions and Responses
Office actions are crucial in the trademark application process. They're official letters from USPTO
examiners that highlight issues with your application, giving you a chance to fix problems before rejection.

Common reasons for office actions include confusion with existing marks, descriptiveness issues, and
specimen problems. You have 6 months to respond, addressing all concerns raised. Strategies vary
depending on the specific objection, from arguing differences to submitting new evidence.
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Understanding Office Actions

Purpose of USPTO office actions
• Office Action: Official letter from USPTO examining attorney communicates issues with trademark
application allows applicant to address concerns

• Ensure compliance with trademark laws and regulations maintains integrity of trademark register

• Allows applicants to clarify or amend their applications addressing potential legal or procedural issues

Common office action reasons
• Likelihood of confusion with existing registered marks for similar goods or services (McDonald's vs.
McDonnell's)

• Descriptiveness refusals when mark merely describes characteristics (Fresh Bread for bakery)

• Genericness issues if mark is common name for goods/services (Aspirin)

• Specimen problems due to inadequate or improper examples of mark use

• Disclaimer requirements for unregistrable portions of mark (SUPER PIZZA for a pizzeria)

Office action response procedures
• Response deadline: 6 months from issuance date requires prompt attention

• Filing methods include online TEAS system or mail (less common)

• Response must address all issues raised provide supporting evidence or arguments

• No extensions available for office action responses emphasizes importance of timely action

• Missing deadline results in application abandonment potentially losing rights to mark

Strategies for overcoming objections
• Likelihood of confusion: Argue differences in marks, goods, or services submit evidence of
marketplace coexistence

• Descriptiveness refusals: Argue acquired distinctiveness (Section 2(f)) or amend to Supplemental
Register

• Specimen issues: Submit new, compliant specimens explain how they show use in commerce

• Disclaimer requirements: Voluntarily disclaim unregistrable portions to move application forward

• Conduct thorough research consult with trademark attorney consider narrowing goods/services
description

Abandonment vs appeal decisions
• Abandonment considerations include insurmountable refusals cost-benefit analysis of continued
prosecution

• Appeal process involves filing Notice of Appeal with TTAB within 6 months of final office action
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• Weigh likelihood of appeal success against costs and time investment

• Alternative options: File new application with modified mark seek concurrent use registration negotiate
consent agreement

3.4 Post-Registration Maintenance and Renewal
Trademark owners must maintain their registrations through periodic filings and renewals. These
requirements include submitting declarations of use, optional incontestability claims, and renewal
applications at specific intervals after registration.

Failing to meet maintenance deadlines can result in cancellation, loss of legal protections, and increased
vulnerability to challenges. Ongoing responsibilities include monitoring for infringement, enforcing proper
usage, and preventing genericide to preserve trademark rights.

Post-Registration Maintenance Requirements

Requirements for trademark maintenance
• Section 8 Declaration of Use filed between 5th and 6th year after registration proves continued use of
mark in commerce with specimen showing current use (product packaging, advertisements)

• Section 15 Declaration of Incontestability optionally filed after 5 consecutive years of continuous use
provides additional legal protections against certain challenges

• Combined Section 8 and 15 Declaration streamlines process saving time and costs for trademark
owners

• Section 8 and 9 Combined Declaration and Application for Renewal filed between 9th and 10th year
after registration includes proof of use and request for 10-year renewal period

Deadlines for trademark documents
• Section 8 Declaration due between 5th and 6th year after registration date with 6-month grace period
available for additional fee

• Section 15 Declaration filed any time after 5 years of continuous use without strict deadline

• First Renewal (Section 8 and 9) due between 9th and 10th year after registration date with 6-month
grace period for additional fee

• Subsequent Renewals required every 10 years after first renewal with 6-month grace period available
for late filings

Consequences and Ongoing Responsibilities

Consequences of registration lapse
• Cancellation of registration removes mark from federal register eliminating nationwide constructive
notice

• Forfeiture of incontestable status weakens legal protection against certain challenges

• Prohibition on using ® symbol reduces visual indication of federal registration

• Increased vulnerability to infringement claims and difficulty enforcing rights internationally
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• Costly and time-consuming process to re-register the mark if protection lapses

Monitoring to prevent genericide
• Active trademark monitoring watches for unauthorized use by competitors (counterfeit products) and
similar marks in marketplace

• Enforcement actions include cease and desist letters and infringement lawsuits to protect rights

• Proper trademark usage guidelines educate stakeholders on correct usage as adjective not noun or
verb (Kleenex tissues not Kleenex)

• Quality control maintains consistent product/service quality and careful licensing with standards

• Documented continued use and strength of mark tracks marketing efforts and consumer recognition

• Prevent genericide by avoiding mark becoming generic term for product/service (escalator, thermos)
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Unit 4 – Trademark Searching and
Clearance
4.1 Importance of Trademark Clearance
Trademark clearance is crucial for businesses to avoid legal troubles and protect their brand identity. It
involves searching for existing trademarks to ensure a new mark won't infringe on others, helping
companies make informed decisions and save money in the long run.

Skipping this step can lead to costly consequences like lawsuits, forced rebranding, and reputation
damage. On the flip side, thorough clearance offers benefits like legal compliance, strategic advantages,
and increased investor confidence, making it a vital part of trademark strategy.

Trademark Clearance Significance and Process

Importance of trademark clearance searches
• Risk mitigation identifies potential conflicts with existing trademarks and helps avoid unintentional
infringement (Coca-Cola, Nike)

• Informed decision-making provides insight into the trademark landscape and allows for strategic
selection of marks

• Cost-effectiveness prevents expenses associated with rebranding and reduces likelihood of legal
disputes

• Enhanced protection increases chances of successful registration and strengthens legal position in
case of disputes

• Brand integrity ensures uniqueness in the marketplace and supports long-term brand development
(Apple, Google)

Consequences of inadequate trademark clearance
• Infringement lawsuits lead to potential for costly litigation and risk of paying damages to trademark
owners (Adidas vs. Payless)

• Forced rebranding results in loss of brand equity and incurs marketing and advertising expenses
(WWF wrestling to WWE)

• Injunctions cause court-ordered cessation of trademark use and disrupt business operations

• Monetary penalties include statutory damages and attorney's fees and court costs

• Loss of trademark rights creates inability to register the mark and weakens position in enforcement
efforts

• Reputation damage generates negative publicity and erodes consumer trust (Burberry vs. Target)

Benefits of thorough clearance process
• Legal compliance ensures adherence to trademark laws and demonstrates due diligence
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• Strategic advantage identifies potential licensing opportunities and reveals gaps in competitor
trademark portfolios

• International considerations assess global trademark availability and facilitate expansion into new
markets (McDonald's, Starbucks)

• Brand strength assessment evaluates distinctiveness of proposed mark and identifies potential
dilution issues

• Efficient resource allocation prevents wasted marketing efforts and allows for timely adjustments to
branding strategy

• Investor confidence demonstrates thorough business practices and reduces perceived risk for
stakeholders (Amazon, Tesla)

4.2 Conducting Comprehensive Trademark Searches
Trademark searches are crucial for identifying potential conflicts before filing. From quick preliminary
checks to comprehensive examinations, these searches utilize various databases and techniques to
uncover existing marks that could pose issues.

Effective searches go beyond simple word matches, considering factors like phonetic similarities,
translations, and related goods or services. While preliminary searches offer a starting point, they have
limitations, making professional comprehensive searches valuable for thorough risk assessment.

Types and Techniques of Trademark Searches

Types of trademark searches
• Preliminary searches quickly screen proposed marks identifying obvious conflicts using free online
databases

• Comprehensive searches deeply examine existing trademarks covering federal and state registrations
common law marks and business names performed by professional firms

• International searches cover trademark registrations in specific countries or regions for marks
intended for foreign markets including non-Latin character sets

Online databases for trademark searches
• USPTO's Trademark Electronic Search System (TESS) enables searching by word mark design code
or registration number using Boolean operators for complex queries filtering results by Nice
Classification or filing date

• State trademark databases accessed through individual state registries or multi-state search platforms

• Common law sources include business name databases internet search engines (Google) and social
media platforms (Facebook Twitter)

• International databases like WIPO's Global Brand Database European Union Intellectual Property
Office (EUIPO) database and national trademark office websites

Cross-class trademark search importance
• Nice Classification system organizes goods and services into 45 classes requiring searches beyond
the primary class
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• Likelihood of confusion factors consider similarity of marks relatedness of goods or services and
channels of trade

• Doctrine of foreign equivalents necessitates searching for translations and transliterations (Coca-Cola
in different languages)

• Family of marks identification helps recognize patterns in existing trademark portfolios (McDonald's
Mc- prefix)

Limitations of preliminary searches
• False negatives miss potentially conflicting marks due to limited scope

• Overlooking common law rights fails to capture unregistered marks not in official databases

• Phonetic and visual similarities challenge identification of marks that sound or look alike (Knight vs.
Night)

• Incomplete coverage of goods and services risks missing related classes or subclasses

• Time lag in database updates may exclude recent filings from search results

• Inability to assess legal risk lacks analysis of strength or distinctiveness of marks

4.3 Analyzing Search Results and Assessing Risks
Trademark searches are crucial for identifying potential conflicts and assessing risks. They involve
analyzing exact matches, phonetic similarities, and conceptual similarities. Understanding search results
helps evaluate trademark strength and potential infringement issues.

Interpreting search results requires considering factors like similarity of marks, relatedness of goods, and
channels of trade. The DuPont factors guide likelihood of confusion analysis. Professional legal advice is
often necessary for complex cases and international filings.

Interpreting Search Results and Risk Assessment in Trademark Law

Interpretation of trademark search results
• Components of trademark search results

• Exact matches reveal identical marks posing highest risk (McDonald's)

• Phonetic similarities sound alike but spelled differently (Xero/Zero)

• Visual similarities appear alike graphically or stylistically (Adidas/Abibas)

• Conceptual similarities convey similar ideas or themes (Greyhound/Grayhound)

• Types of trademark searches

• Knockout searches quickly identify obvious conflicts (Apple)

• Comprehensive searches thoroughly examine all potential conflicts (Google)

• Common law searches uncover unregistered marks in use (local businesses)

• Analyzing search report data

• Relevance of goods and services determines scope of protection (Delta for airlines vs. faucets)



Fiveable archived study guides Page 29

• Registration status affects enforceability (live, dead, pending)

• Filing dates and priority claims establish rights hierarchy (first to file/use)

• Evaluating trademark strength

• Distinctiveness spectrum ranks mark strength (generic "Soap", descriptive "Speedy Delivery",
suggestive "Microsoft", arbitrary "Apple" for computers, fanciful "Kodak")

• Marketplace recognition and reputation enhance protection (Nike swoosh)

Identification of potential conflicts
• Types of trademark conflicts

• Direct infringement involves unauthorized use of identical/similar mark (counterfeit Rolex)

• Likelihood of confusion occurs when consumers mistake source (Domino's Pizza vs. Domino Sugar)

• Dilution weakens famous marks through blurring or tarnishment (Tiffany's Plumbing)

• Risk assessment factors

• Similarity of marks considers visual, phonetic, and conceptual aspects (Lexus/Nexus)

• Relatedness of goods or services examines market overlap (Canon cameras vs. Canon printers)

• Channels of trade analyze where/how products are sold (luxury vs. mass market)

• Strength of senior mark impacts scope of protection (Nike vs. local "Nike Plumbing")

• Evidence of actual confusion strongly supports infringement claims (consumer surveys)

• Potential consequences of trademark conflicts

• Cease and desist letters demand stopping infringing use

• Opposition proceedings challenge pending applications

• Cancellation actions seek to remove registered marks

• Infringement lawsuits pursue damages and injunctions

• Risk mitigation strategies

• Trademark clearance conducts thorough searches before adoption

• Geographic limitations restrict use to specific areas

• Consent agreements allow coexistence under certain conditions
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Factors in likelihood of confusion
• DuPont factors (In re E.I. DuPont DeNemours & Co.) 1. Similarity of marks in appearance, sound,
connotation, and commercial impression 2. Relatedness of goods or services 3. Similarity of trade
channels 4. Conditions of purchase and buyer sophistication 5. Fame of prior mark 6. Number and
nature of similar marks in use on similar goods 7. Nature and extent of actual confusion 8. Length of
time and conditions of concurrent use without evidence of actual confusion 9. Variety of goods on which
mark is used 10. Market interface between applicant and owner of prior mark 11. Extent to which
applicant has a right to exclude others from use of its mark 12. Extent of potential confusion 13. Any
other established fact probative of effect of use

• Weighing and balancing factors considers relative importance in each case

• Contextual analysis examines real-world marketplace conditions (Target vs. target shooting range)

Importance of trademark attorney consultation
• Benefits of professional legal advice

• Expertise in trademark law and practice ensures comprehensive analysis

• Access to specialized search tools and databases uncovers hidden conflicts

• Experience in interpreting search results and assessing risks improves decision-making

• Role of trademark attorneys in risk assessment

• Conducting comprehensive trademark searches reveals potential issues

• Analyzing search results in light of legal precedents applies relevant case law

• Providing risk analysis and recommendations guides strategic decisions

• Situations requiring attorney consultation

• Complex search results involve multiple potential conflicts

• International trademark filings navigate foreign laws and regulations

• Potential infringement issues require careful legal analysis

• Responding to office actions or opposition proceedings demands legal expertise

• Limitations of self-assessment

• Lack of access to comprehensive databases misses critical information

• Limited knowledge of legal nuances and recent developments leads to errors

• Potential for overlooking critical factors or risks increases liability exposure

4.4 Clearance Opinions and Legal Considerations
Trademark clearance opinions assess the availability of proposed trademarks and identify potential
conflicts. They involve comprehensive searches, analysis of likelihood of confusion, and recommendations
for use or registration strategies.

Legal considerations include evaluating confusion factors, examining dilution issues for famous marks, and
assessing priority and distinctiveness. Drafting opinions requires clear writing, actionable advice, and
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attention to attorney-client privilege to protect confidentiality.

Trademark Clearance Opinions

Components of trademark clearance opinions
• Purpose assesses proposed trademark availability, identifies potential conflicts, evaluates legal risks
associated with use

• Comprehensive search results include Federal trademark database, State trademark registrations,
Common law sources (business directories, internet)

• Analysis interprets search findings, evaluates likelihood of confusion with existing marks

• Assessment examines potential dilution issues for famous marks

• Recommendations provide guidance on trademark use or registration strategy

Legal considerations for clearance opinions
• Likelihood of confusion factors examine similarity of marks, relatedness of goods/services, strength of
senior mark

• Evidence of actual confusion weighs heavily in analysis

• Marketing channels used and consumer sophistication impact confusion assessment

• Dilution considerations protect famous marks from blurring (weakening distinctiveness) and
tarnishment (harming reputation)

• Priority and use in commerce determine rights between conflicting marks

• Geographic considerations address territorial rights and concurrent use possibilities

• Distinctiveness spectrum ranges from generic (no protection) to fanciful (strongest protection)

Drafting and Legal Implications

Drafting comprehensive clearance opinions
• Structure includes introduction, search methodology, results summary, legal analysis, conclusion

• Writing emphasizes clarity, conciseness, addresses potential counterarguments

• Provides actionable advice tailored to client's specific situation

• Documents key assumptions and limitations of the analysis

• Incorporates visual aids to enhance understanding (charts, tables)

Attorney-client privilege in clearance opinions
• Basics protect confidentiality of legal advice communications

• Preservation strategies involve limiting distribution, marking documents as privileged

• Potential waiver occurs through disclosure to third parties or use in litigation

• Work product doctrine shields attorney's mental impressions and legal strategies
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• Ethical considerations encompass duty of confidentiality and avoiding conflicts of interest
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Unit 5 – Trademark Infringement:
Confusion Analysis
5.1 Elements of Trademark Infringement
Trademark infringement occurs when someone uses a mark similar to a protected trademark without
permission, causing consumer confusion. Key elements include ownership of a valid mark, unauthorized
use in commerce, and likelihood of confusion among consumers.

Courts use a multifactor test to evaluate likelihood of confusion, considering mark strength, similarity,
product proximity, and more. The "use in commerce" requirement is essential, and both forward and
reverse confusion can lead to infringement liability.

Elements of Trademark Infringement

Elements of trademark infringement
• Plaintiff's ownership of valid, protectable trademark established through USPTO registration or
common law rights from continuous use in commerce (McDonald's golden arches)

• Defendant's unauthorized use of similar mark in commerce for sale, distribution, or advertising of
goods/services (MikeDonald's using similar arches)

• Likelihood of confusion among consumers regarding source, sponsorship, or affiliation of
goods/services (customers mistaking MikeDonald's for McDonald's)

Likelihood of confusion concept
• Central factor determining infringement evaluated from ordinary consumer perspective

• Multifactor test used by courts considers:

• Strength of plaintiff's mark measures distinctiveness and recognition (Coca-Cola)

• Similarity of marks examines visual, auditory, and conceptual resemblance (Pepsi vs. Popsi)

• Proximity of goods or services assesses market overlap (Nike shoes vs. Nike-branded toothpaste)

• Evidence of actual confusion includes consumer surveys or testimony

• Marketing channels used analyzes overlap in advertising and distribution

• Type of goods and degree of consumer care varies by product cost and complexity

• Defendant's intent in selecting mark may indicate bad faith or coincidence

• Likelihood of expansion of product lines into related markets

• Confusion can occur at point of sale or post-sale affecting brand reputation

Use in commerce requirement
• Essential element for infringement claim defined by Lanham Act as bona fide use in ordinary course of
trade, not mere token use
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• Types of infringing use include:

• On goods, packaging, or displays (counterfeit Louis Vuitton bags)

• In advertising or promotional materials (unauthorized use of Nike swoosh in ads)

• In domain names or metatags (cybersquatting with cocacola.com)

• Territorial nature of trademark rights requires use in geographic area of plaintiff's rights (regional vs
national brands)

Forward vs reverse confusion
• Forward confusion: traditional form where consumers mistake junior user's goods/services for senior
user's (small company imitating Apple's logo)

• Reverse confusion: consumers believe senior user's goods/services come from junior user (large
company adopting mark of smaller, established company)

• Analysis differences:

• Strength of mark factor may be evaluated differently based on market presence

• Intent factor in reverse confusion focuses on junior user's due diligence in trademark search

• Both types can result in trademark infringement liability and damage brand equity

5.2 Likelihood of Confusion Factors
Trademark law hinges on the likelihood of confusion between marks. Courts consider factors like mark
strength, similarity, and product proximity to determine if consumers might be misled. Understanding these
elements is crucial for grasping how trademark protection works in practice.

The strength of a mark, ranging from generic to fanciful, plays a key role. Visual, phonetic, and meaning
similarities are assessed. Courts also examine product relatedness, actual confusion evidence, and
marketing channels to make informed decisions on trademark infringement cases.

Likelihood of Confusion Factors

Key factors in confusion assessment
• Strength of the plaintiff's mark evaluates distinctiveness and recognition in the marketplace (Apple for
computers)

• Similarity of the marks considers visual appearance, phonetic similarity, and meaning (Domino's vs.
Dominos)

• Proximity of goods or services examines relatedness and overlap in target markets (Nike shoes vs.
Nike watches)

• Evidence of actual confusion analyzes consumer surveys and documented instances of confusion

• Marketing channels used compares retail outlets, online platforms, and advertising methods

• Type of goods and degree of care likely to be exercised by purchasers considers price point and
consumer sophistication (luxury cars vs. candy bars)

• Defendant's intent in selecting the mark evaluates good faith adoption or intentional copying
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• Likelihood of expansion of product lines assesses potential for future market overlap

Strength of plaintiff's mark
• Spectrum of distinctiveness ranges from generic (weakest) to fanciful (strongest) marks

• Generic marks common names for products (aspirin)

• Descriptive marks describe product qualities (Best Buy)

• Suggestive marks require imagination to connect to products (Coppertone)

• Arbitrary marks common words unrelated to products (Apple computers)

•

Fanciful marks invented words (Kodak)

•

Acquired distinctiveness (secondary meaning) develops through:

• Length and exclusivity of use

• Amount and manner of advertising

•

Sales volume

•

Market recognition measured by:

• Consumer surveys

•

Expert testimony

•

Impact on confusion analysis:

• Stronger marks receive broader protection

•

Weaker marks have narrower scope of protection

•

Conceptual strength vs. commercial strength:

• Inherent distinctiveness based on mark type

• Marketplace recognition based on consumer awareness

Similarity of marks
• Visual similarity examines:
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• Font style and size

• Color schemes

• Graphic elements

•

Overall appearance (McDonald's golden arches)

•

Phonetic similarity considers:

• Pronunciation

• Syllable structure

•

Stress patterns (ADIDAS vs. ABIDAS)

•

Meaning or connotation analyzes:

• Literal meaning

• Implied or suggestive meaning

•

Cultural associations (Dove for soap vs. Dove for chocolate)

•

Dominant features identify key elements that stand out

•

Commercial impression evaluates overall effect on consumers

•

Context of use examines how marks appear in the marketplace

Proximity of goods or services
•

Product or service categories use standard classification systems (Nice Classification)

•

Channels of trade compare:

• Retail environments

• Online marketplaces

•

Distribution methods
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•

Target consumer base analyzes:

• Demographic overlap

•

Psychographic similarities

•

Complementary products or services examine items commonly used together (razors and shaving cream)

•

Price points and quality levels compare luxury vs. budget markets

•

Geographic overlap assesses regional vs. national distribution

Evidence of actual confusion
• Types of evidence include:

• Misdirected communications

• Consumer complaints

•

Social media mentions

•

Survey evidence considers:

• Methodological considerations

• Sample size and selection

•

Question design

•

Anecdotal evidence evaluates:

• Weight given by courts

•

Credibility of witnesses

•

Absence of confusion implications for the analysis

•

Concurrent use periods examine lack of confusion over time
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•

Relevance to other factors:

• Interaction with mark strength

•

Relationship to similarity of marks

•

Quantum of proof required varies across jurisdictions

•

Reverse confusion scenarios occur when a junior user overwhelms a senior user's market (small local
brand vs. large national brand)

5.3 Survey Evidence in Infringement Cases
Survey evidence plays a crucial role in trademark infringement cases. It provides empirical data on
consumer perception, quantifies confusion, and strengthens legal arguments. Reliable surveys can sway
court decisions and help determine damages, making them a powerful tool in trademark disputes.

Effective surveys require proper design, qualified experts, and accepted methodologies. Different types of
surveys assess confusion, secondary meaning, dilution, and fame. While surveys offer objective data, they
can have weaknesses like methodological flaws or high costs, which courts must consider when evaluating
their credibility.

Survey Evidence in Trademark Infringement Cases

Role of survey evidence
• Provides empirical data on consumer perception quantifies likelihood of confusion and demonstrates
actual confusion in marketplace (Coca-Cola vs. Pepsi)

• Strengthens legal arguments supports or refutes infringement claims with concrete evidence (Apple
vs. Samsung)

• Influences court decisions sways judges and juries potentially impacting case outcomes (Adidas vs.
Payless)

• Assists in determining monetary damages quantifies harm to trademark owner supports lost profits or
corrective advertising claims (Starbucks vs. Charbucks)

Characteristics of reliable surveys
• Proper survey design employs clear unbiased questions appropriate sample size and relevant
geographic coverage (nationwide vs. regional)

• Conducted by qualified experts utilizes experienced survey professionals knowledgeable in trademark
law and consumer behavior

• Follows accepted methodologies adheres to scientific principles uses established techniques
(Eveready, Squirt)
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• Minimizes bias and leading questions avoids suggestive wording includes control groups when
necessary

• Proper documentation and reporting provides detailed methodology description preserves raw data
offers transparent analysis and conclusions

Types of trademark surveys
• Likelihood of confusion surveys measure potential for consumer confusion assess similarity between
marks (McDonald's vs. McDental)

• Actual confusion surveys identify real-world confusion instances gather evidence from misled
consumers

• Secondary meaning surveys determine acquired distinctiveness assess consumer association of mark
with specific source (Coca-Cola's bottle shape)

• Dilution surveys evaluate potential harm to famous marks measure blurring or tarnishment effects
(Victoria's Secret vs. Victor's Little Secret)

• Fame surveys assess public recognition of mark support claims for famous mark protection (Nike
swoosh)

Strengths vs weaknesses of surveys
• Strengths provide objective data on consumer perceptions highly persuasive when well-conducted
offer quantifiable evidence of confusion or distinctiveness

• Weaknesses include potential methodological flaws (poor question design biased sampling) high
costs challenges in replicating real-world conditions

• Factors affecting credibility expert qualifications adherence to accepted principles relevance to
specific legal issues

• Potential for conflicting results different methodologies yielding contradictory findings courts weighing
competing evidence

• Limitations in scope may not capture all relevant market segments time-sensitive nature of consumer
perceptions

5.4 Remedies for Trademark Infringement
Trademark infringement remedies protect brand owners and deter violations. Courts can issue injunctions,
award damages, order corrective advertising, and even seize counterfeit goods. These tools aim to stop
infringement, compensate owners, and prevent future violations.

Willful infringement carries harsher penalties, including treble damages. Attorneys' fees may be awarded in
exceptional cases. Courts consider factors like case strength and litigation conduct when deciding on fees.
These additional remedies further discourage deliberate trademark violations.

Trademark Infringement Remedies

Remedies for trademark infringement
• Injunctive relief prevents continued infringement through court orders (preliminary injunctions,
permanent injunctions)
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• Monetary damages compensate trademark owners for losses (actual damages, defendant's profits,
statutory damages for counterfeits)

• Corrective advertising rectifies consumer confusion caused by infringement

• Destruction of infringing articles eliminates unauthorized products from the market

• Cancellation or transfer of domain names removes infringing online presence

• Seizure and impoundment of counterfeit goods removes fake products from circulation

• Enhanced damages for willful infringement penalize intentional violators

• Attorneys' fees and costs reimburse legal expenses in exceptional cases

Requirements for injunctive relief
• Likelihood of success on the merits demonstrates strong infringement claim

• Irreparable harm shows damage cannot be adequately compensated by money alone

• Balance of hardships weighs impact on both parties if injunction granted or denied

• Public interest considers broader societal implications of granting injunction

• Nexus between infringement and harm establishes causal link

• Adequacy of monetary damages assesses if financial compensation suffices

• Timeliness of the request ensures prompt action by plaintiff

Factors for monetary damages
• Actual damages quantify direct financial losses (lost sales, price erosion, reputation damage)

• Defendant's profits calculate ill-gotten gains from infringement (revenue minus allowable expenses)

• Causation links infringement to financial harm

• Apportionment of profits determines portion attributable to infringement

• Market conditions assess external factors influencing damages

• Duration of infringement considers time period of unauthorized use

• Defendant's intent evaluates level of culpability

• Plaintiff's duty to mitigate requires reasonable efforts to minimize losses

Willful Infringement and Additional Considerations

Willful infringement and remedies
• Willful infringement involves knowing, intentional trademark violations

• Factors indicating willfulness include prior knowledge of mark, continued use after notice, deliberate
copying

• Enhanced remedies may include treble damages, higher statutory damages for counterfeits

• Burden of proof typically falls on plaintiff to demonstrate willfulness
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• Willfulness often relevant in determining attorneys' fees awards

Attorneys' fees in infringement cases
• Exceptional case standard guides fee awards in trademark disputes

• Factors for awarding fees include case strength, litigation conduct, deterrence goals

• Recoverable costs may encompass filing fees, expert witnesses, deposition expenses

• Reasonableness of fees assessed based on market rates and time spent

• Proper documentation required to support fee claims

• Fee awards can significantly impact settlement negotiations and litigation strategy
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Unit 6 – Trademark Dilution
6.1 Federal Trademark Dilution Act
The Federal Trademark Dilution Act protects famous trademarks from dilution, going beyond traditional
infringement standards. It covers nationally recognized marks for both competing and non-competing
goods, addressing blurring and tarnishment issues.

The Act has evolved, with the TDRA amending the FTDA to lower the standard to likelihood of dilution. It
differs from trademark infringement by not requiring confusion and applying across all product categories
for famous marks.

Federal Trademark Dilution Act Overview

Purpose of Federal Trademark Dilution Act
• Safeguards famous trademarks from dilution extending protection beyond traditional likelihood of
confusion standard

• Applies to nationally recognized famous marks covering both competing and non-competing goods or
services (Coca-Cola, Nike)

• Addresses blurring weakening mark's distinctiveness and tarnishment harming mark's reputation

• Establishes federal cause of action allowing trademark owners to sue in federal court for dilution

• Provides remedies including injunctive relief and monetary damages for willful dilution

Key provisions of FTDA and TDRA
• Original FTDA (1995) required actual dilution for successful claims applied to registered and
unregistered marks

• Moseley v. V Secret Catalogue, Inc. (2003) Supreme Court held plaintiffs must prove actual dilution
not likelihood

• TDRA (2006) amended FTDA lowering standard to likelihood of dilution clarifying fame definition
expanding fair use exceptions

• Current provisions require mark to be widely recognized by general consuming public (Google, Apple)

• Explicit definitions for blurring and tarnishment with factors for determining blurring

• Expanded fair use defenses protecting legitimate uses of famous marks

Dilution vs trademark infringement
• Trademark infringement based on likelihood of confusion protects consumers and mark owners
applies to similar goods or services

• Dilution requires no confusion protects famous marks' distinctiveness or reputation applies across all
product categories

• Infringement limited to same or related goods/services dilution extends to unrelated goods/services

• Plaintiff's burden for infringement prove likelihood of confusion for dilution prove likelihood of dilution
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• Infringement remedies include injunction damages profits dilution primarily injunctive relief damages
only for willful dilution

• Infringement defenses include fair use dilution has expanded fair use defenses under TDRA

6.2 Dilution by Blurring
Dilution by blurring weakens famous trademarks, reducing their ability to identify a source. This concept
differs from traditional infringement, as it doesn't require consumer confusion. Instead, it focuses on how
similar marks can harm a famous brand's distinctiveness.

Courts consider several factors when assessing dilution, including mark similarity, distinctiveness, and
actual association. Real-world cases like Victoria's Secret vs. Victor's Little Secret have shaped the
application of dilution law, while challenges in proving dilution continue to evolve, especially in digital
contexts.

Understanding Dilution by Blurring

Definition of dilution by blurring
• Dilution by blurring occurs when similar mark creates association with famous mark impairs
distinctiveness (Nike used for unrelated products)

• Famous trademarks suffer weakened ability to identify source reduces brand recognition diminishes
selling power (Coca-Cola's distinctiveness diluted by similar marks)

• Differs from traditional infringement no consumer confusion required focuses on harm to mark itself

• Legal foundation established by Federal Trademark Dilution Act (FTDA) and Trademark Dilution
Revision Act (TDRA)

Factors in likelihood of dilution
• Similarity between marks assessed through visual auditory and conceptual aspects (McDonald's vs.
McDental)

• Inherent or acquired distinctiveness of famous mark categorized as fanciful arbitrary suggestive
descriptive or generic (Kodak, Apple)

• Exclusive use of famous mark evaluated by duration and geographical scope

• Recognition of famous mark measured through consumer surveys and market research

• Defendant's intent in using mark examined for good faith vs intentional association

• Actual association between marks evidenced by public perception

• Additional considerations include proximity of goods/services and consumer sophistication

Application to real-world scenarios
• Victoria's Secret vs Victor's Little Secret case demonstrated dilution despite different markets

• Starbucks vs Charbucks highlighted importance of mark similarity and intent

• Hypothetical scenarios involve: 1. Identifying famous marks 2. Assessing similarity between marks 3.
Evaluating potential harm to distinctiveness
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• Remedies include cease and desist orders and damages for willful dilution

• Exceptions cover fair use defense news reporting and commentary

Challenges in proving dilution
• Establishing fame requires wide recognition by general consuming public niche market fame
insufficient (Rolex vs local jewelry store)

• Demonstrating actual dilution places burden on plaintiff difficulty in quantifying harm

• Balancing trademark protection and free speech considers First Amendment parody and criticism
defenses

• Distinguishing dilution from other harms like tarnishment and infringement requires nuanced analysis

• Evolving standards in digital contexts address online brand presence and social media dilution
concerns (hashtag dilution)

6.3 Dilution by Tarnishment
Dilution by tarnishment is a critical concept in trademark law, focusing on how negative associations can
harm a famous mark's reputation. Unlike dilution by blurring, which weakens distinctiveness, tarnishment
damages a mark's capacity to identify goods through unsavory connections.

Tarnishment often occurs in adult entertainment, parodies, counterfeits, and inappropriate product
associations. Legal standards require proving fame, post-fame use, and likelihood of tarnishment. Courts
balance trademark protection with free speech considerations, recognizing defenses like fair use and
noncommercial expression.

Understanding Dilution by Tarnishment

Dilution by tarnishment vs blurring
• Dilution by tarnishment harms famous mark's reputation through association with negative or
unsavory products diminishing mark's capacity to identify goods (Viagra for adult diapers)

• Focuses on reputational damage

•

Involves negative associations

•

Dilution by blurring weakens famous mark's distinctiveness through association with similar marks in
different markets impairing unique identifier ability (Kodak bicycles)

• Targets distinctiveness erosion

•

Involves similar but unrelated uses

•

Key differences highlight:

• Nature of harm: reputation damage vs distinctiveness weakening
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• Association type: negative vs similar but unrelated

• Mark impact: identification capacity vs uniqueness impairment

Tarnishment of famous trademarks
• Adult entertainment industry misuses family-friendly marks (Disney characters in pornographic
content)

• Parody products depict famous marks crudely or offensively (luxury brands on toilet paper)

• Low-quality counterfeits bear luxury brand trademarks (fake Rolex watches)

• Respected marks used on products promoting illegal activities (Coca-Cola branded drug
paraphernalia)

• Reputable food brands associated with unsanitary or unhealthy products (McDonald's-branded
cigarettes)

Legal standards for tarnishment
•

Federal Trademark Dilution Act requirements: 1. Plaintiff's mark must be famous 2. Defendant's use must
occur post-fame 3. Tarnishment likelihood must be demonstrated

•

Fame evidence includes:

• Use duration and extent (decades of national presence)

• Advertising and sales geographic reach (nationwide campaigns)

•

Actual recognition breadth (high consumer awareness surveys)

•

Tarnishment likelihood proof involves:

• Consumer surveys showing negative associations

• Expert testimony on potential reputational harm

•

Evidence of actual negative brand perception impact

•

Defenses against claims:

• Fair use (product comparison advertisements)

• News reporting and commentary (investigative journalism)

• Noncommercial use (personal blogs or social media posts)
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Trademark protection vs free speech
•

First Amendment considerations protect parody and criticism limit government restrictions on expression

•

Trademark law safeguards:

• Noncommercial use exclusions (personal social media posts)

•

Fair use doctrine (comparative advertising)

•

Judicial balancing approaches:

• Rogers v. Grimaldi test for expressive works evaluates artistic relevance and explicit misleading

•

Likelihood of confusion analysis in mixed commercial/expressive cases weighs multiple factors

•

Policy considerations include:

• Preventing trademark owner overreach

• Encouraging creative expression and commentary

•

Maintaining consumer trust in brand identities

•

International perspectives vary in free speech protections across jurisdictions impacting global brand
management strategies

6.4 Famous Marks and Niche Market Fame
Famous marks transcend typical brand recognition, achieving widespread fame across diverse consumer
groups. These iconic trademarks, like Coca-Cola or Nike, enjoy special legal protections due to their
extensive recognition and market penetration.

Niche market fame presents unique challenges in trademark law. While brands like Rolex or Linux may
dominate specific industries, their limited recognition outside those spheres complicates legal protection
and raises questions about fair competition in specialized markets.

Famous Marks and Niche Market Fame

Criteria for famous trademarks
•
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Degree of recognition among general consuming public transcends geographic areas and product markets
(Coca-Cola, Nike)

•

Duration, extent, and geographic reach of advertising and publicity measures longevity of mark use and
scope of promotional efforts (McDonald's golden arches)

•

Amount, volume, and geographic extent of sales reflects market penetration and distribution channels
(Amazon's global e-commerce presence)

•

Extent of actual recognition gauged through consumer surveys, media coverage, and third-party
acknowledgments (Google as a verb)

•

Registration status on Principal Register and duration of registration bolster fame claims (Xerox's
long-standing trademark)

•

Exclusivity of use demonstrates mark's uniqueness in marketplace (Starbucks' mermaid logo)

Concept of niche market fame
•

Recognition within specific industry or market segment limited to particular consumer or business group
(Rolex in luxury watches)

•

Contrasts with general market fame by having narrower recognition scope requiring specialized knowledge
(Linux in open-source software)

•

Circuit split on niche fame for dilution claims reflects legal uncertainty (Second Circuit vs Ninth Circuit
interpretations)

•

Niche fame analysis considers market share, target consumer reputation, and product/service
specialization (Tesla in electric vehicles)

Challenges in specialized market fame
•

Limited consumer base complicates widespread recognition proof and survey respondent pool
(Specialized medical equipment brands)

•

Highly technical products create difficulty explaining mark significance to general public (IBM in
supercomputers)
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•

Geographic limitations may hinder federal protection for regional or local fame (In-N-Out Burger in Western
US)

•

Competing marks within niche challenge distinctiveness establishment (Multiple high-end camera brands)

•

Limited advertising opportunities restrict target audience reach and increase specialized marketing costs
(Niche scientific journal advertising)

Implications of niche fame protection
•

Potential overprotection of marks risks granting monopolies and stifling niche market competition
(Dominant brands in specific industries)

•

Small businesses face increased difficulty entering specialized markets and higher infringement claim risks
(New entrants in established niche markets)

•

Balancing interests between protecting niche branding investments and maintaining fair competition
(Trademark protection vs innovation)

•

Judicial interpretation challenges in determining niche fame standards and consistent dilution protection
application (Varying court interpretations)

•

International considerations include harmonizing global trademark protection and potential foreign niche
brand conflicts (Cross-border trademark disputes)

•

Trademark registration strategies emphasize multi-class protection and market segment specificity in
applications (Broad vs narrow trademark claims)
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Unit 7 – Trademark Defenses:
Infringement & Dilution
7.1 Fair Use Defenses: Classic and Nominative
Fair use defenses in trademark law protect free speech and promote competition. Classic fair use allows
descriptive use of terms, while nominative fair use permits necessary references to trademarks. These
defenses balance trademark rights with public interest.

Courts consider factors like necessity, good faith, and potential confusion when evaluating fair use claims.
Landmark cases have shaped the application of these defenses, ensuring trademarks don't monopolize
language or hinder legitimate market communication.

Fair Use Defenses in Trademark Law

Classic vs nominative fair use
• Classic fair use defense

• Defendant uses descriptive term in primary sense to describe own product or service

• Not employed as trademark to identify source of goods or services

•

Examples: "micro color" for permanent makeup pigments, "sweet-tart" for cranberry juice flavor

•

Nominative fair use defense

• Defendant uses plaintiff's trademark to refer to plaintiff's product or service

• Necessary when no other reasonable way exists to identify the product or service

•

Examples: using band name in reader poll, former Playmate referencing "Playboy" title on website

•

Key differences

• Purpose: Descriptive (classic) vs referential (nominative) use

• Relationship to mark: Own description vs referring to plaintiff's product

• Necessity: Alternative terms available (classic) vs no practical alternative (nominative)

Case law of fair use defenses
• Classic fair use examples

•

KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc. (2004)
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• "Micro color" used to describe permanent makeup pigments

• Supreme Court ruled some consumer confusion doesn't preclude fair use defense

•

Sunmark, Inc. v. Ocean Spray Cranberries, Inc. (1995)

• "Sweet-tart" described cranberry juice flavor

• Court found descriptive use, not trademark use

•

Nominative fair use examples

•

New Kids on the Block v. News America Publishing, Inc. (1992)

• Newspaper used band name in reader poll

• Ninth Circuit established three-factor test for nominative fair use

•

Playboy Enterprises, Inc. v. Welles (2002)

• Former Playmate used "Playboy" and "Playmate" on her website

• Court ruled nominative fair use for necessary reference to past title

Factors in fair use determination
• Classic fair use factors

• Use descriptive of defendant's goods or services

• Defendant's good faith intent

• Prominence and presentation of mark in defendant's use

•

Degree of likely confusion caused by use

•

Nominative fair use factors (New Kids on the Block test) 1. Product not readily identifiable without use of
mark 2. Only so much of mark used as reasonably necessary for identification 3. No suggestion of
endorsement or sponsorship by trademark holder

•

Additional considerations

• Commercial vs non-commercial use

• First Amendment concerns and expressive uses

• Competitive relationship between parties
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Balance of rights in fair use
• Protecting free speech

• Allows criticism, commentary, and news reporting using trademarks

• Prevents monopolization of language by trademark owners

•

Supports parody and artistic expression (political cartoons, satire)

•

Promoting competition

• Permits descriptive use of terms in marketing and advertising

• Prevents unfair marketplace advantages for trademark owners

•

Allows comparative advertising and product references (side-by-side comparisons)

•

Limiting trademark rights

• Prevents overreach of trademark protection

• Ensures trademarks serve intended purpose of source identification

•

Balances exclusive rights with public interest in free use of language

•

Consumer benefits

• Increases access to product and service information

• Facilitates consumer choice through comparative advertising

• Supports market efficiency by allowing accurate product descriptions (ingredient lists, technical
specifications)

7.2 Abandonment and Genericide
Trademark abandonment and genericide are crucial concepts in trademark law. Abandonment occurs
when a mark isn't used for a while, while genericide happens when a trademark becomes a generic term
for a product.

Understanding these concepts is vital for brand owners. They need to actively use and protect their marks
to avoid losing rights. Strategies like proper usage, public education, and consistent branding can help
prevent abandonment and genericide.
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Trademark Abandonment and Genericide

Abandonment and genericide in trademarks
• Abandonment occurs when trademark use ceases without intent to resume resulting in loss of rights
(Lanham Act definition)

• Genericide transforms trademarks into generic terms through widespread use as common nouns
losing protection (Aspirin, Escalator)

Elements of trademark abandonment
• Non-use of the mark discontinues trademark use in commerce vanishing from marketplace

• Intent not to resume use lacks plans to reintroduce mark or maintain rights

• Duration of non-use spans three consecutive years prima facie evidence of abandonment

• Burden of proof initially falls on party claiming abandonment then shifts to trademark owner

Examples of generic trademarks
• Aspirin originally Bayer trademark for acetylsalicylic acid became generic in US after WWI

• Escalator Otis Elevator Company's trademark for moving staircases declared generic by US Patent
Office in 1950

• Thermos lost trademark status in US in 1963 originally brand name for vacuum flasks

• Cellophane DuPont's trademark for transparent cellulose sheets declared generic by US Supreme
Court in 1936

Strategies for trademark protection
• Proper trademark usage as adjective not noun or verb capitalizing mark with symbols (® or ™)

• Educate public through advertising campaigns emphasizing brand identity providing alternative
generic terms

• Monitor and enforce trademark rights with regular searches for improper use sending cease and
desist letters

• Consistent branding maintains visual and textual consistency develops strong brand guidelines

• Legal action pursues infringement cases files for trademark renewal and maintenance

• Diversification expands product lines under trademark creates sub-brands reinforcing primary mark's
distinctiveness

7.3 Laches, Estoppel, and Acquiescence
Trademark law offers three key equitable defenses: laches, estoppel, and acquiescence. These defenses
protect defendants from unfair enforcement of trademark rights due to a plaintiff's delay, misleading
conduct, or consent.

Courts weigh factors like delay length, reasons for inaction, and harm to the defendant when applying
these defenses. While similar in their focus on fairness, each defense has unique requirements and
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potential outcomes in trademark disputes.

Equitable Defenses in Trademark Law

Equitable defenses in trademark disputes
• Laches

• Unreasonable delay in asserting trademark rights causes unfairness to defendant

• Rooted in principle that rights must be promptly enforced to maintain fairness

•

Bars monetary relief but may allow injunctive relief depending on circumstances (cease and desist order)

•

Estoppel

• Trademark owner's conduct misleads defendant into believing no infringement claim will be pursued

• Requires defendant's reasonable reliance on misleading conduct causing material harm

•

Can bar both monetary and injunctive relief, potentially preventing all enforcement

•

Acquiescence

• Active consent by trademark owner to defendant's use of a mark through words or actions

• Involves affirmative conduct implying approval (verbal permission, collaborative marketing)

• Can bar both monetary and injunctive relief, but may be revoked if circumstances change significantly

Factors for equitable defense application
• Laches factors

• Length of delay in asserting rights measured against industry norms

• Reasons for delay evaluated for legitimacy (ongoing negotiations, market research)

• Defendant's knowledge of plaintiff's mark and potential infringement

•

Harm or prejudice to defendant due to delay (investments, brand building)

•

Estoppel factors

• Misleading conduct by trademark owner assessed for clarity and intent

• Defendant's reliance on the conduct must be reasonable and demonstrable

• Material prejudice to defendant quantified (financial investments, strategic decisions)
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•

Fairness and equity considerations weighed by court (market impact, consumer confusion)

•

Acquiescence factors

• Active consent by trademark owner evaluated for specificity and scope

• Nature and extent of consent examined (written agreements, verbal permissions)

• Duration of permitted use considered in context of industry norms

• Changes in circumstances or market conditions that may justify revocation

Laches vs estoppel vs acquiescence
• Similarities

• Equitable defenses in trademark law based on fairness principles

• Stem from trademark owner's conduct or inaction over time

•

Can limit or bar trademark enforcement depending on severity

•

Differences

• Laches focuses on unreasonable delay, may only bar monetary relief

• Estoppel requires misleading conduct and detrimental reliance by defendant

•

Acquiescence involves active consent, can be revoked under certain conditions

•

Burden of proof

• Defendant bears the burden for all three defenses in court proceedings

•

Acquiescence typically requires stronger evidence of explicit consent

•

Flexibility in application

• Courts exercise discretion in applying these defenses based on case specifics

• Balancing of equities and public interest considerations guide judicial decisions

Case law on equitable defenses
• Successful laches defense
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•

Conopco, Inc. v. Campbell Soup Co. (1996)

• 3-year delay in asserting rights deemed unreasonable in fast-moving consumer goods market

• Prejudice to defendant shown through substantial marketing investments and brand development

•

Unsuccessful laches defense

•

Profitness Physical Therapy Center v. Pro-Fit Orthopedic and Sports Physical Therapy P.C. (2002)

• Delay justified by ongoing settlement negotiations demonstrated good faith efforts

• No significant prejudice to defendant proven, minimal investments made during delay period

•

Successful estoppel defense

•

A.C. Aukerman Co. v. R.L. Chaides Construction Co. (1992)

• Misleading conduct established through repeated threats without follow-through

• Defendant relied by continuing potentially infringing use and expanding operations

•

Unsuccessful estoppel defense

•

Coach House Restaurant v. Coach and Six Restaurants (1991)

• No clear evidence of misleading conduct found in communications

• Lack of detrimental reliance by defendant, continued operations unchanged

•

Successful acquiescence defense

•

SunAmerica Corp. v. Sun Life Assurance Co. of Canada (1996)

• Express consent given through formal agreement allowing specific mark usage

• Substantial reliance by defendant over time including major marketing campaigns

•

Unsuccessful acquiescence defense

• Kellogg Co. v. Exxon Corp. (2000)

• Implied consent through silence not sufficient to establish acquiescence
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• Changed circumstances in market competition allowed revocation of perceived acquiescence

7.4 Parody and First Amendment Considerations
Trademark law and free speech often clash, pitting consumer protection against expression. This tension
plays out in parody cases, where humorous uses of marks can be defended as fair use. Courts must
balance trademark rights with free speech interests.

Key tests like Rogers v. Grimaldi and New Kids on the Block help courts navigate these issues. Famous
cases involving Louis Vuitton, Mattel, and Jack Daniel's show how parody defenses work in practice,
shaping the landscape of trademark law and expression.

Trademark Law and First Amendment Considerations

Trademark law vs free speech
• Tension between trademark protection and free speech pits source identification and consumer
confusion prevention against guaranteed freedom of expression

• Commercial speech doctrine affords lesser protection for commercial speech impacting trademark
disputes

• Expressive use of trademarks encompasses commentary, criticism, and artistic expression in
non-commercial contexts

• Balancing test weighs trademark owners' rights against free speech interests considering factors like
public benefit and market impact

Parody as trademark defense
• Parody in trademark context involves humorous or satirical use of a mark to comment on the original
or its owner (Chewy Vuiton dog toys)

• Fair use recognition in Trademark Dilution Revision Act strengthens parody as defense

• Successful parody defense requires clear distinction from original mark while conveying dual
messages: reference to original and communication it's not the original

• Parody impacts likelihood of confusion analysis in infringement cases by highlighting differences
(Dumb Starbucks)

• Parody provides protection against tarnishment and blurring claims in dilution cases by emphasizing
transformative nature

Factors in trademark-speech balance
• Rogers v. Grimaldi test evaluates artistic relevance and explicitly misleading aspects of trademark use
in expressive works

• Likelihood of confusion factors assess mark strength, similarity, proximity of goods/services, actual
confusion evidence, marketing channels, consumer care, intent, and expansion likelihood

• New Kids on the Block nominative fair use test examines necessity of use, limited use, and lack of
sponsorship suggestion

• Public interest considerations promote competition, innovation, open dialogue, and criticism weighing
societal benefits against potential harm
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Key cases of parody defenses
• Louis Vuitton v. Haute Diggity Dog upheld parody defense for "Chewy Vuiton" pet products against
dilution claim

• Mattel v. MCA Records protected "Barbie Girl" song as speech applying Rogers test to music industry

• Campbell v. Acuff-Rose Music established transformative use doctrine for 2 Live Crew's "Oh, Pretty
Woman" parody influencing trademark law

• Radiance Foundation v. NAACP affirmed criticism using NAACP marks as nominative fair use with
First Amendment protection

• VIP Products v. Jack Daniel's Properties ongoing case addresses "Bad Spaniels" dog toy parodying
whiskey bottle balancing expressive works and consumer products

Parody and First Amendment Defenses in Practice

Application of parody and First Amendment defenses in different
contexts

• Political speech and commentary receives higher First Amendment protection (Obama "Hope" poster)

• Commercial parodies challenge distinction between commercial and non-commercial speech
impacting confusion analysis (Saturday Night Live fake commercials)

• Online parodies and social media utilize hashtags and domain names incorporating trademarks
(Twitter parody accounts)

• Parody merchandise features parodic use of marks on t-shirts, stickers, and products ("Star Warz"
merchandise)

• Gripe sites and consumer criticism employ trademarks in domain names for criticism purposes
(walmartsucks.com)

Strategies for trademark owners and parodists
• Trademark owner considerations include assessing brand reputation damage, weighing legal action
against negative publicity, and implementing selective enforcement strategies

• Parodist best practices involve clearly distinguishing parody from original mark, avoiding implied
sponsorship, and documenting creative intent

• Alternative dispute resolution explores cease and desist letters, negotiation, and licensing agreements
before litigation

• Context importance in parody cases examines medium of expression, target audience, and overall
message intent shaping legal analysis
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Unit 8 – Trademark Enforcement
Strategies
8.1 Cease and Desist Letters and Demand Strategies
Cease and desist letters are crucial tools in trademark disputes. They notify alleged infringers of trademark
rights, demand cessation of infringing activities, and establish a record of enforcement efforts. These
letters can be a cost-effective initial step, offering potential for quick resolution without litigation.

Crafting an effective cease and desist letter requires careful consideration of tone, content, and strategy.
The letter should clearly identify the trademark owner, describe the protected mark, explain the alleged
infringement, and specify demands. Responses can range from compliance to negotiation or legal action.

Cease and Desist Letters in Trademark Disputes

Elements of cease and desist letters
•

Purpose of cease and desist letters notifies alleged infringer of trademark rights demands cessation of
infringing activities establishes record of enforcement efforts (protects trademark strength)

•

Key elements of an effective cease and desist letter includes clear identification of trademark owner
describes protected trademark explains alleged infringement specifies demands or requests for action sets
deadline for compliance outlines consequences of non-compliance (legal action, damages)

•

Tone and language considerations maintains professional and authoritative voice avoids overly aggressive
or threatening language balances firmness with potential for negotiation (leaves room for amicable
resolution)

Strategic use of cease and desist
•

Appropriate situations for sending cease and desist letters addresses clear instances of trademark
infringement tackles unauthorized use of similar marks in related goods or services combats dilution of
famous marks (Coca-Cola, Nike)

•

Strategic advantages of cease and desist letters provides cost-effective initial enforcement step offers
potential for quick resolution without litigation preserves legal rights and options (maintains trademark
strength)

•

Factors to consider before sending a letter evaluates strength of the trademark claim assesses potential
public relations impact weighs risk of triggering declaratory judgment action (could lead to unfavorable
court ruling)
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Crafting and Responding to Cease and Desist Letters

Crafting effective cease and desist letters
•

Structure of a cease and desist letter follows: 1. Introduction and statement of representation 2. Description
of client's trademark rights 3. Details of the alleged infringement 4. Legal basis for the claim 5. Specific
demands or requests 6. Timeframe for compliance 7. Closing and contact information

•

Tailoring the letter to the specific situation adjusts tone based on severity of infringement customizes
demands to nature of violation considers recipient's likely knowledge of trademark law (layperson vs.
corporate legal team)

•

Supporting documentation includes trademark registration certificates provides evidence of use and
acquired distinctiveness showcases examples of alleged infringement (side-by-side comparisons)

Responses to cease and desist letters
•

Types of responses to cease and desist letters range from compliance with demands to negotiation and
settlement discussions may include denial of infringement assertion of prior rights or counter-claims can
also involve silence or non-response (strategic decision)

•

Factors to consider when formulating a response evaluates strength of opposing party's claim assesses
potential business impact of compliance conducts cost-benefit analysis of different response options aligns
with long-term strategic goals (market position, brand strategy)

•

Response strategies can include requesting additional time to investigate proposing coexistence
agreement offering to phase out use of mark challenging validity or enforceability of trademark filing
declaratory judgment action (preemptive legal move)

8.2 TTAB Proceedings: Opposition and Cancellation
Trademark opposition and cancellation proceedings are vital tools for protecting brand rights. These
processes, conducted before the Trademark Trial and Appeal Board (TTAB), allow businesses to
challenge pending applications or existing registrations that may infringe on their marks.

Understanding the grounds for TTAB actions is crucial for brand owners. Common reasons include
likelihood of confusion, descriptiveness, and abandonment. Procedural aspects, such as filing
requirements and discovery phases, play a key role in these proceedings.
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Understanding TTAB Proceedings

Opposition vs cancellation proceedings
• Opposition proceedings challenge pending trademark applications within 30 days of publication
aiming to prevent registration (Nike opposing Adidas' new sneaker logo)

• Cancellation proceedings target existing trademark registrations at any time seeking removal from
register (Pepsi attempting to cancel Coca-Cola's trademark)

• Both inter partes proceedings conducted before TTAB follow similar procedural rules

Grounds for TTAB actions
• Common grounds include likelihood of confusion between marks (McDonald's vs. McDental),
descriptiveness (Sweet for candy), genericness (Escalator), and abandonment (non-use for 3+ years)

• Additional cancellation grounds encompass fraud in obtaining registration, improper assignment
violating Lanham Act, failure to function as source identifier

• Case merit assessment considers mark strength (Kodak vs. Koday), similarity (Apple vs. Applet),
goods relatedness (Delta faucets vs. Delta airlines), actual confusion evidence, trade channels,
consumer sophistication

Procedural Aspects and Strategies

Procedural requirements in TTAB cases
• Initial filing: Notice of Opposition/Petition for Cancellation, fees, standing proof

• Answer and counterclaims due 40 days after complaint service

• Discovery phase involves: 1. Initial disclosures 2. Written discovery requests 3. Depositions 4. Expert
testimony

• Trial phase includes plaintiff's testimony, defendant's testimony, rebuttal

• Briefing schedule: main brief, reply brief, optional oral hearing

Strategies for TTAB evidence presentation
• Pre-filing: Conduct thorough trademark search, gather use/priority evidence, assess defenses

• Pleading: Draft clear, concise claims anticipating counterarguments

• Discovery: Focus on relevant info, effective interrogatories/document requests, witness preparation

• Evidence: Submit consumer surveys, utilize experts (linguists for descriptiveness), present
marketplace evidence (ads, sales data)

• Arguments: Focus on strongest claims (long-standing use), address weaknesses proactively,
emphasize policy (consumer protection)

• Settlement: Evaluate proceeding costs/benefits, explore coexistence agreements (geographic
limitations), consider licensing options
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8.3 Federal Court Litigation: Procedures and Strategies
Trademark litigation in federal courts involves complex procedures and strategies. From establishing
jurisdiction to crafting compelling claims, attorneys must navigate a maze of legal requirements.
Understanding the elements of infringement and potential defenses is crucial for building a strong case.

Litigation strategy encompasses pre-trial discovery, motion practice, and trial preparation. While litigation
offers powerful remedies, it comes with risks and costs. Attorneys must weigh these factors against
alternative dispute resolution methods to determine the best approach for their clients.

Federal Court Litigation: Procedures and Strategies

Jurisdiction and Procedural Requirements

Federal court trademark infringement jurisdiction
• Federal courts exercise original jurisdiction over trademark cases under the Lanham Act enabling
direct filing (15 U.S.C. § 1121)

• Diversity jurisdiction allows federal courts to hear cases between parties from different states with
amount in controversy exceeding $75,000

• Venue selection crucial for trademark infringement cases considering convenience factors (28 U.S.C.
§ 1391)

• Venue transfer possible if more appropriate forum exists balancing parties' interests (28 U.S.C. §
1404)

• Standing requires plaintiff's ownership of valid trademark and actual case or controversy
demonstrating real dispute

• Timeliness of filing lawsuit critical adhering to applicable statute of limitations varies by state

• Well-pleaded complaint must include short, plain statement of claim showing entitlement to relief (Rule
8(a) FRCP)

• Service of process on defendants within specified time limits using approved methods (personal
service, waiver of service)

Trademark Infringement Claims and Litigation Strategy

Elements of trademark infringement claims
• Plaintiff's prima facie case requires: 1. Ownership of valid, protectable trademark demonstrating
distinctiveness or secondary meaning 2. Priority of use in commerce establishing first-to-use rights 3.
Likelihood of confusion between marks assessed using multi-factor test (Polaroid factors)

• Defendant's potential defenses include:

• Fair use doctrine allowing descriptive use of mark

• Abandonment through non-use or loss of trademark significance

• Genericness rendering mark unprotectable (aspirin)

• Functionality precluding trademark protection for essential features
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• Preponderance of evidence standard applies plaintiff bears burden to prove infringement

• Defendant assumes burden for affirmative defenses raised in response

Trademark litigation strategy development
• Pre-trial discovery phase involves:

• Interrogatories seeking written answers to questions

• Requests for production of documents obtaining relevant materials

• Depositions conducting oral examinations of witnesses

• E-discovery considerations addressing electronically stored information

• Motion practice includes:

• Motion to dismiss for failure to state a claim (Rule 12(b)(6) FRCP)

• Motion for summary judgment seeking judgment without trial (Rule 56 FRCP)

• Motion in limine excluding prejudicial evidence at trial

• Trial preparation encompasses:

• Witness preparation ensuring clear, consistent testimony

• Exhibit organization for efficient presentation

• Crafting persuasive opening and closing statements

• Developing direct and cross-examination strategies

• Expert witnesses selection based on qualifications and ability to support case

• Settlement negotiations conducted strategically throughout litigation process

Litigation vs alternative dispute resolution
• Litigation risks include:

• High costs and attorney fees potentially exceeding recovery

• Significant time commitment spanning months or years

• Potential negative publicity impacting brand reputation

• Uncertain outcomes due to unpredictable jury decisions

• Litigation benefits encompass:

• Injunctive relief halting infringing activities

• Damages and monetary awards compensating for losses

• Precedent-setting decisions shaping trademark law

• Alternative dispute resolution (ADR) methods:

• Mediation offers voluntary, confidential process with non-binding outcomes
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• Arbitration provides binding resolution faster than litigation with limited appeals

• Factors influencing choice between litigation and ADR:

• Case strength assessing likelihood of success

• Relationship between parties considering ongoing business ties

• Desired outcomes aligning with available remedies

• Budget constraints evaluating cost-effectiveness

• Time sensitivity of dispute requiring swift resolution

8.4 Alternative Dispute Resolution in Trademark Cases
Trademark disputes often find resolution through alternative methods like mediation, arbitration, and
negotiation. These approaches offer benefits like cost-effectiveness and confidentiality, but also have
drawbacks such as limited precedent-setting and potential power imbalances.

Successful trademark dispute resolution hinges on effective negotiation strategies and well-crafted
settlement agreements. Key tactics include thorough preparation, interest-based negotiation, and strategic
timing. Settlement agreements should clearly define terms, address coexistence, and include provisions for
breach remedies and future cooperation.

Alternative Dispute Resolution Methods in Trademark Cases

Forms of trademark dispute ADR
•

Mediation involves neutral third-party facilitator guiding non-binding process where parties retain control
over outcome in confidential proceedings (JAMS, AAA)

•

Arbitration employs neutral third-party decision-maker issuing binding decision in less formal setting than
court, can be mandatory or voluntary (WIPO Arbitration Center)

•

Negotiation entails direct communication between parties without third-party involvement, flexible process
occurring before or during litigation

•

Mini-trial features abbreviated case presentations to senior executives with settlement authority, neutral
advisor provides non-binding opinion

•

Early neutral evaluation uses expert to assess case strengths/weaknesses, providing settlement
discussion basis in non-binding process (ENE programs in federal courts)

ADR vs litigation in trademarks
•
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ADR advantages include cost-effectiveness, time-efficiency, confidentiality, flexibility, relationship
preservation, and trademark law expertise of neutrals

•

ADR disadvantages involve lack of precedent-setting, limited discovery, potential power imbalances,
non-judicial decision enforcement challenges, and absence of public record

•

Traditional litigation advantages encompass binding precedent, extensive discovery, decision appeals,
public proceedings record, and enforceable court orders

•

Traditional litigation disadvantages comprise high costs, time-consuming process, public exposure of
sensitive information, potential business relationship damage, and less outcome control

Negotiation strategies for trademark disputes
•

Preparation requires researching opposing party's trademark portfolio, analyzing case strengths, and
determining BATNA (Best Alternative to Negotiated Agreement)

•

Communication techniques emphasize active listening, clear messaging, and positive issue framing

•

Interest-based negotiation focuses on underlying interests, explores mutually beneficial solutions, and
brainstorms creative options (Harvard Negotiation Project approach)

•

Timing strategies involve choosing appropriate negotiation initiation moments, using deadlines effectively,
and maintaining patience and persistence

•

Leverage identification utilizes bargaining power sources, considers reputational impact, and leverages
market position or brand strength

•

Concessions planning involves advance strategy development, calculated trade-offs, and reciprocity to
encourage cooperation

Drafting trademark settlement agreements
•

Key components include clearly defined parties, precise disputed trademark descriptions, permitted use
scope, and geographical limitations

•

Trademark coexistence provisions delineate product/service categories, specify permissible marketing
channels, and address future product line expansion
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•

Remedies for breach incorporate liquidated damages clauses, injunctive relief provisions, and dispute
resolution mechanisms

•

Quality control measures outline trademark usage guidelines, approval processes for new
products/services, and periodic compliance review

•

Confidentiality clauses protect sensitive business information, define confidentiality scope, and specify
obligation duration

•

Future cooperation clauses outline new conflict procedures, establish communication channels, and agree
on periodic agreement term review

•

Termination and modification provisions specify termination conditions, include amendment procedures,
and address post-termination rights and obligations
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Unit 9 – False Advertising and Unfair
Competition
9.1 Elements of False Advertising Claims
False advertising claims under the Lanham Act involve several key elements. These include false
statements, commercial use, interstate commerce impact, competitive injury, audience deception, and
materiality. Understanding these elements is crucial for identifying and addressing deceptive marketing
practices.

False advertising can take various forms, from express claims to implied messages and product
disparagement. The distinction between literal falsity and misleading claims is important, as it affects the
burden of proof. Materiality is also a critical factor, focusing on how the false statement influences
consumer decisions.

Elements of False Advertising Claims

Elements of Lanham Act claims
• False or misleading statement of fact describes goods, services, or commercial activities misleads
consumers (Clorox bleach is 50% more effective than competitors)

• Statement used in commercial advertising or promotion reaches target audience through various
media channels (TV commercials, online ads)

• Statement enters interstate commerce crosses state lines or impacts interstate trade (nationwide ad
campaign)

• Statement causes or likely causes competitive or commercial injury harms business reputation or
sales (lost market share)

• Statement actually deceives or tends to deceive substantial audience segment influences consumer
perceptions (misleading product efficacy claims)

• Materiality likely influences purchasing decisions affects consumer choice (false claim about product
ingredients)

Types of false advertising representations
• Express claims explicitly state false or misleading information directly in advertising (Our toothpaste
whitens teeth in 24 hours)

• Implied claims indirectly convey false or misleading information through suggestion or inference
(Image of perfectly white teeth after using product)

• Product disparagement makes false or misleading statements about competitor's products damages
reputation (Claiming competitor's car is unsafe without evidence)

• Failure to disclose material information omits crucial facts consumers need to make informed
decisions (Not disclosing hidden fees)

• Misleading product comparisons present biased or incomplete comparisons favoring advertiser's
product (Cherry-picking favorable attributes)
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• False endorsements or testimonials use fake or unauthorized endorsements to promote products
(Claiming celebrity uses product without permission)

• Deceptive pricing claims misrepresent prices, discounts, or savings mislead consumers about value
(False "original" prices to inflate discount)

• Bait-and-switch advertising lures customers with unavailable products then pushes costlier
alternatives (Advertising sold-out item to promote in-stock version)

• Misleading use of scientific or statistical data misrepresents or manipulates data to support false
claims (Using flawed study to claim product superiority)

Literal falsity vs misleading claims
• Literal falsity

• Statement explicitly false on its face contradicts facts (Our product is 100% organic when it contains
synthetic ingredients)

• No need to prove consumer deception court assumes deception occurred

• Court presumes deception streamlines legal process

• Misleading claims

• Statement literally true but creates false impression through context or presentation (Using "fat-free"
label on naturally fat-free product)

• Requires evidence of consumer deception often through surveys or market research

• Often necessitates consumer surveys or extrinsic evidence to demonstrate impact on consumers

• Puffery

• Exaggerated advertising claims not taken as factual by reasonable consumers (Best pizza in the
world)

• Generally not actionable under false advertising laws considered harmless marketing hyperbole

Materiality in false advertising
• Definition influences consumer purchasing decisions affects choice or behavior (Claims about health
benefits of a supplement)

• Importance in establishing liability proves false statement significant to consumers

• Presumption of materiality in cases of literal falsity or intentional deception court assumes importance

• Factors in materiality analysis: 1. Centrality of claim to product's value (Key feature or minor aspect) 2.
Importance of attribute to consumers (Health claim vs aesthetic feature) 3. Extent claim differs from
truth (Slight exaggeration vs complete fabrication)

• Relationship to damages material statements more likely result in actual harm to competitors or
consumers

• Burden of proof generally on plaintiff to demonstrate materiality through evidence

• Exceptions to materiality requirement some courts may not require proof in literal falsity cases
assumes importance
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9.2 Lanham Act Section 43(a)
Section 43(a) of the Lanham Act protects consumers and businesses from false advertising. It covers both
registered and unregistered trademarks, prohibiting deceptive practices in commercial promotions across
various media platforms.

To bring a false advertising claim, plaintiffs must prove standing and demonstrate injury. The burden of
proof involves showing literal or implied falsity, materiality, and damages. Defendants can use defenses
like truth, puffery, or First Amendment protection.

Understanding Section 43(a) of the Lanham Act and False Advertising

Purpose of Lanham Act Section 43(a)
• Safeguards consumers against deceptive advertising practices fostering marketplace transparency

• Promotes fair competition among businesses preventing unfair advantages through misrepresentation

• Encompasses both registered and unregistered trademarks expanding protection beyond formal
registration

• Prohibits false or misleading descriptions of goods or services maintaining product integrity

• Applies to commercial advertising or promotion across various media platforms (TV, print, online)

Standing for false advertising claims
• Plaintiff must demonstrate standing to sue as direct competitor or entity with commercial interest

• Zones of interest test ensures plaintiff's interests align with Lanham Act's protective scope

• Proximate cause requirement links economic or reputational injury directly to deceptive practices

• Factors determining standing:

• Nature of alleged injury (financial loss, market share decline)

• Proximity to injurious conduct (direct competition, shared customer base)

• Claim speculativeness (concrete evidence vs. hypothetical scenarios)

Burden of proof in false advertising
• Plaintiff bears initial burden using preponderance of evidence standard

• Literal falsity:

• Prove claim false on face without consumer deception evidence (e.g., "100% organic" for non-organic
product)

• Implied falsity:

• Demonstrate claim misleading in context often requiring consumer surveys (e.g., "9 out of 10 doctors
recommend" without proper sample size)

• Materiality requirement shows false statement likely influences purchasing decisions

• Damages proof: 1. Quantify actual damages (lost sales, reduced market share) 2. Calculate corrective
advertising costs 3. Determine defendant's profits from false advertising
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Defenses for false advertising claims
• Truth defense proves challenged statement factually accurate (e.g., "Sugar-free" for zero-sugar
product)

• Puffery involves exaggerated claims no reasonable consumer believes (e.g., "World's best coffee")

• First Amendment protection limits regulation of commercial speech balancing free expression and
consumer protection

• Statute of limitations varies by state (2-6 years) barring untimely claims

• Laches defense addresses unreasonable delay in bringing claim prejudicing defendant

• Unclean hands doctrine prevents relief if plaintiff engaged in similar deceptive practices

• Lack of materiality shows false statement did not impact consumer decisions (e.g., minor color
discrepancy)

• Substantial truth doctrine allows minor inaccuracies if overall message true (e.g., "99.9% effective" vs.
"100% effective")

9.3 Comparative Advertising and Puffery
Comparative advertising pits products against competitors, balancing fair competition with truthful claims.
U.S. law generally allows it, but regulates through the Lanham Act and FTC guidelines to prevent
consumer confusion and deception.

Puffery involves exaggerated, subjective statements not meant to be taken literally. While often
permissible, it faces limitations in false advertising defenses, especially when claims are specific,
measurable, or likely to mislead consumers about product attributes.

Comparative Advertising

Comparative advertising and legal treatment
• Comparative advertising contrasts a product or service with a competitor's offerings explicitly or
implicitly identifying the rival

• Legal treatment generally permits comparative advertising under U.S. law protected by First
Amendment commercial speech doctrine

• Regulated by Lanham Act Section 43(a) and Federal Trade Commission (FTC) guidelines ensure fair
competition

• Trademark law considerations allow limited use of competitor's trademarks under fair use doctrine
(Pepsi vs. Coca-Cola ads)

• Must not create likelihood of confusion among consumers about product origin or association

• False advertising law mandates truthful and substantiated comparisons to prevent deception (Verizon
vs. AT&T coverage maps)

Permissible vs misleading comparisons
• Permissible comparative advertising includes factual, verifiable claims with accurate product
comparisons (Ford F-150 vs. Chevy Silverado towing capacity)
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• Clear identification of compared products and appropriate disclaimers enhance transparency

• False or misleading comparisons involve unsubstantiated claims or misrepresentation of competitor's
products (exaggerated battery life claims)

• Ambiguous or incomplete comparisons and unfair product selection for comparison can mislead
consumers

• Key factors determining permissibility: 1. Substantiation of claims with reliable evidence 2. Overall
impression on consumers considering context and presentation 3. Fairness in product selection and
comparison methodology

Puffery

Puffery in false advertising
• Puffery encompasses exaggerated, subjective statements or opinions not meant to be taken literally
("World's Best Coffee")

• Characteristics include vague or general claims, non-measurable statements, and obvious
exaggerations

• Limitations as a defense:

• Does not protect specific, measurable claims ("50% more effective than leading brands")

• Cannot defend false factual statements ("Contains 0 calories" for a product with calories)

• Ineffective if statement likely to mislead consumers about product attributes

• Relationship to comparative advertising scrutinizes puffery more closely in comparisons (risk of
crossing into false or misleading territory)

Factors for puffery determination
• Specificity of the claim assesses general statements ("Amazing taste!") vs specific, measurable claims
("Contains 50% more protein")

• Consumer interpretation considers how a reasonable consumer understands the statement and its
influence on purchasing decisions

• Context and presentation evaluate the overall advertising message and statement prominence

• Verifiability examines whether the claim can be objectively measured or proven with supporting
evidence

• Industry standards and practices account for common exaggerations within specific markets (luxury
car advertisements)

• Materiality weighs the importance of the claim to consumer decision-making and potential impact on
market competition

9.4 Remedies for False Advertising
False advertising under the Lanham Act can seriously harm businesses and consumers. The law provides
powerful remedies to combat deceptive practices, including injunctions to stop ongoing false ads and
monetary damages to compensate for losses.
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Courts consider several factors when granting relief, like irreparable harm and public interest. Plaintiffs
must prove their case with clear evidence. Remedies aim to undo damage from false claims, restore
reputations, and deter future violations.

Remedies for False Advertising under the Lanham Act

Remedies under Lanham Act
• Injunctive relief halts ongoing false advertising prevents future harm (cease and desist orders)

• Preliminary injunctions provide immediate temporary relief during litigation

• Permanent injunctions offer long-term protection after trial

• Monetary damages compensate plaintiffs for financial losses caused by false advertising

• Actual damages reimburse direct economic harm (lost sales, market share)

• Defendant's profits disgorge ill-gotten gains from deceptive practices

• Corrective advertising counteracts lingering effects of false claims restores brand reputation

• Attorney's fees and costs awarded to prevailing party incentivize enforcement of Lanham Act

• Seizure and destruction of infringing materials removes false advertising from marketplace
(brochures, product packaging)

Requirements for injunctive relief
• Likelihood of success on the merits demonstrating strong case for false advertising claim

• Irreparable harm showing damage cannot be adequately compensated by monetary damages alone

• Loss of goodwill erodes customer loyalty brand value

• Damage to reputation harms long-term business prospects consumer trust

• Balance of hardships weighing potential harm to each party if injunction granted or denied

• Public interest considerations evaluating broader impact on consumers marketplace integrity

• Specificity in injunction terms clearly defining prohibited conduct scope of relief

• Burden of proof on the plaintiff to establish all elements for injunctive relief by clear evidence

Monetary damages in false advertising
• Actual damages compensate for direct financial losses caused by false advertising

• Lost sales or profits quantify revenue declines attributable to deceptive claims

• Price erosion measures forced price reductions to compete with falsely advertised products

• Damage to goodwill calculates long-term impact on brand value customer relationships

• Defendant's profits strip away unfair financial gains from false advertising

• Burden shifting to defendant requires accounting of revenues related to false claims

• Apportionment of profits determines portion attributable to deceptive practices
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• Causation requirement links false advertising directly to claimed damages

• Evidentiary standards demand robust proof of monetary harm false advertising impact

• Expert testimony provides economic analysis market projections

• Market surveys gauge consumer perceptions purchasing decisions

• Treble damages in exceptional cases multiply award up to 3x for willful violations

• Statute of limitations considerations time limits for bringing false advertising claims

Corrective advertising as remedy
• Purpose of corrective advertising rectifies consumer misconceptions created by false claims

• Dispel false impressions left by deceptive advertising campaigns

• Restore consumer trust rebuilding brand credibility market perceptions

• Factors considered by courts when crafting corrective advertising orders

• Extent of deception measures how widely false claims were believed accepted

• Duration of false advertising considers longevity of deceptive campaign

• Reach of original campaign evaluates audience exposure to false claims

• Calculation of corrective advertising costs often based on percentage of original ad spend

• Limitations on corrective advertising orders ensure proportionality avoid overburdening defendants

• Alternatives to traditional corrective advertising explore modern communication channels

• Social media campaigns leverage digital platforms for targeted messaging

• Product labeling changes correct misconceptions at point of sale

• Monitoring and compliance requirements ensure effective implementation of corrective measures
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Unit 10 – Trademark Licensing and
Assignment
10.1 Trademark Licensing Agreements
Trademark licensing agreements are crucial tools for brand expansion and monetization. These contracts
outline the terms under which a trademark owner allows another party to use their mark, covering aspects
like rights granted, quality control, and financial arrangements.

Understanding the benefits and risks of licensing is key for both licensors and licensees. While licensing
can lead to increased revenue and market reach, it also carries risks like potential brand dilution or loss of
control. Successful licensing strategies prioritize clear communication and robust quality control.

Trademark Licensing Agreement Fundamentals

Elements of trademark licensing agreements
• Parties involved: Licensor (trademark owner) grants rights, Licensee (entity granted permission) uses
trademark

• Grant of rights: Defines scope of use, exclusivity or non-exclusivity, territory limitations (specific
countries or regions)

• Duration of the agreement: Specifies initial term and renewal options (5-year initial term with option to
renew)

• Quality control provisions: Establishes standards for product/service quality, outlines inspection and
approval processes

• Royalties and fees: Details payment structure (flat fee, percentage of sales), sets reporting
requirements

• Termination clauses: Outlines grounds for termination, notice periods (30-day cure period for
breaches)

• Intellectual property protection: Assigns trademark registration and maintenance responsibilities,
establishes infringement handling procedures

Rights in licensing arrangements
• Licensor rights: Receive compensation for trademark use, maintain control over usage, terminate
agreement for breaches

• Licensor obligations: Provide trademark materials and guidelines, maintain registrations, defend
against infringement claims

• Licensee rights: Use trademark as specified, receive support from licensor, potential for license
renewal or extension

• Licensee obligations: Pay agreed-upon fees or royalties, adhere to quality standards, report sales
data, protect trademark reputation
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Trademark Licensing Strategies and Considerations

Benefits vs risks of trademark licensing
• Benefits for licensors: Expanded market reach, additional revenue streams, increased brand visibility
(new product categories)

• Benefits for licensees: Access to established brand equity, reduced marketing costs, potential for
increased sales and credibility

• Risks for licensors: Loss of brand control, potential trademark dilution, reputational damage from
licensee misconduct

• Risks for licensees: Dependence on licensor's brand management, potential for sudden termination,
investment tied to licensed trademark

Analysis of licensing agreement examples
• Successful licensing: Disney character merchandise leverages extensive quality control and carefully
selected licensees

• Successful licensing: Coca-Cola's apparel and accessories program maintains consistent brand
messaging across product lines

• Unsuccessful licensing: Pierre Cardin's over-licensing in 1970s-1980s led to brand dilution and loss of
exclusivity

• Unsuccessful licensing: Polaroid's post-bankruptcy agreements resulted in inconsistent product
quality and consumer confusion

• Success factors: Clear communication of brand values, robust quality control, selective choice of
partners

• Failure factors: Inadequate licensee vetting, lack of ongoing oversight, misalignment between licensed
products and brand image

10.2 Quality Control in Licensing
Quality control in trademark licensing is crucial for maintaining brand value and legal protection. Licensors
must exercise control over licensed products to preserve consumer expectations and prevent trademark
abandonment. This involves setting standards, monitoring compliance, and retaining the right to terminate
licenses.

Effective quality control methods include developing guidelines, regular auditing, and providing support to
licensees. Insufficient control can lead to loss of trademark rights, damage to brand reputation, and legal
disputes. Cases like Barcamerica and Freecycle Network highlight the importance of active quality control
efforts.

Quality Control in Trademark Licensing

Importance of quality control
• Maintains value and distinctiveness of the mark preserves consumer expectations and protects brand
reputation (McDonald's consistent taste worldwide)
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• Prevents trademark abandonment ensures consistent use of the mark and demonstrates ongoing
control by the licensor (Coca-Cola's strict formula control)

• Supports legal enforceability of the trademark strengthens position in infringement cases and
maintains the mark's validity (Apple's rigorous App Store review process)

Legal requirements for licensors
• Exercise adequate control over licensed products/services establish quality standards and monitor
licensee compliance (Nike's manufacturing guidelines)

• Retain right to inspect and approve goods/services include inspection clauses in licensing agreements
and conduct regular quality checks (Starbucks' coffee bean sourcing standards)

• Maintain ability to terminate license for non-compliance define termination conditions in the agreement
and enforce termination when necessary (Disney's character licensing agreements)

• Document quality control efforts keep records of inspections and communications and maintain
evidence of ongoing oversight (Ford's dealership quality assurance program)

Methods for quality control
• Develop comprehensive quality control guidelines specify product/service standards and outline
approved use of the trademark (LEGO's precise brick specifications)

• Implement regular auditing procedures schedule periodic on-site inspections and require submission
of product samples (UL safety certification process)

• Provide training and support to licensees offer initial orientation programs and provide ongoing
technical assistance (Subway's franchisee training program)

• Establish clear communication channels designate point of contact for quality issues and create
reporting mechanisms for concerns (Amazon's seller performance metrics)

• Use technology for monitoring and reporting implement digital tracking systems and utilize data
analytics for quality trends (IBM's blockchain for supply chain tracking)

Consequences of insufficient control
1. Loss of trademark rights

2. Damage to brand reputation

3. Decreased product/service quality

4. Legal disputes with licensees

5. Consumer confusion and dissatisfaction

• Barcamerica International USA Trust v. Tyfield Importers, Inc. failure to exercise actual control over
wine quality resulted in naked licensing and trademark abandonment

• Freecycle Network, Inc. v. Oey insufficient control over use of trademark by member groups led to
loss of trademark rights

• Eva's Bridal Ltd. v. Halanick Enterprises, Inc. lack of meaningful quality control measures resulted in
forfeiture of trademark rights
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• Kentucky Fried Chicken Corp. v. Diversified Packaging Corp. inadequate policing of unauthorized
merchandise demonstrated importance of active quality control efforts

10.3 Assignment of Trademarks: With and Without Goodwill
Trademark assignments involve transferring ownership of a trademark, either with or without its associated
goodwill. This crucial aspect of trademark law impacts brand integrity, consumer trust, and legal protection.
Understanding the nuances of different assignment types is essential for maintaining trademark rights.

Legal requirements, benefits, and drawbacks of various assignment methods shape trademark strategy.
Case law has evolved to balance business flexibility with consumer protection, influencing how companies
approach trademark transfers in today's global marketplace.

Trademark Assignment Fundamentals

Trademark assignment with vs without goodwill
• Assignment with goodwill transfers trademark rights along with business reputation enhances
customer loyalty and brand recognition (Coca-Cola, McDonald's)

• Considered traditional and preferred method maintains continuity and consumer trust

•

Includes transfer of associated business assets strengthens overall brand value

•

Assignment without goodwill (assignment in gross) transfers trademark rights alone without business
reputation or assets (Polaroid, Atari)

• Historically viewed as invalid in many jurisdictions raises concerns about consumer confusion

•

Separates trademark from its established quality expectations challenges brand consistency

•

Key differences impact legal validity continuity of consumer expectations and trademark strength

• Assignment with goodwill generally upholds trademark integrity and enforceability

• Assignment in gross may lead to trademark abandonment or weakened legal protection

Legal requirements for trademark assignments
•

Valid assignments require: 1. Written agreement between assignor and assignee 2. Clear identification of
the trademark being assigned 3. Specification of goods or services associated with the mark

•

Assignment with goodwill recognized as valid in most jurisdictions maintains mark-quality connection

•

Ensures consistent product or service quality (Marriott Hotels, Ben & Jerry's)
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•

Assignment in gross historically considered invalid in the US risks trademark abandonment

•

Potential for consumer deception or confusion if quality changes drastically

•

Recording the assignment with USPTO crucial for maintaining priority rights

•

Timely recordation protects against third-party claims

•

Territorial considerations may limit assignments to specific regions

• International trademark assignments often require compliance with local laws (EU, China)

Benefits and drawbacks of assignment types
• Benefits of assignment with goodwill:

• Assignor: Higher trademark valuation reduced legal challenge risk

•

Assignee: Acquires established brand reputation smoother consumer transition

•

Drawbacks of assignment with goodwill:

• Assignor: Potential loss of business assets beyond trademark higher transfer complexity

•

Assignee: Increased purchase cost responsibility for maintaining quality standards

•

Benefits of assignment without goodwill:

• Assignor: Retains business assets and operations flexibility in future endeavors

•

Assignee: Potentially lower acquisition cost freedom to develop new brand associations

•

Drawbacks of assignment without goodwill:

• Assignor: Risk of invalid assignment potential trademark devaluation

• Assignee: Challenges in establishing brand recognition increased legal risk
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Case law on trademark assignments
•

Statutory provisions: Lanham Act Section 10 (15 U.S.C. § 1060) allows trademark assignment with
goodwill requires USPTO recordation

•

Key case law:

• Marshak v. Green (1974) established assignments in gross generally invalid emphasized goodwill
transfer importance

• Sugar Busters LLC v. Brennan (1999) clarified need for residual goodwill transfer introduced
"sufficient continuity" concept

•

Visa, U.S.A., Inc. v. Birmingham Trust National Bank (1982) demonstrated valid assignments without
tangible asset transfer focused on product/service continuity

•

Legal perspective evolution shows gradual relaxation of strict prohibition on assignments in gross

•

Increasing focus on consumer protection and deception prevention

•

International considerations: Paris Convention Article 6quater addresses international trademark
assignments

• Assignment requirements vary across jurisdictions (Japan, Brazil, India)

10.4 Naked Licensing and Abandonment
Trademark licensing can be a double-edged sword. While it allows brand expansion, careless licensing
can lead to "naked licensing," where owners lose control over their mark's use. This can result in trademark
abandonment, leaving the mark unprotected.

To avoid naked licensing, trademark owners must exercise quality control over licensees. This includes
setting clear standards, regular monitoring, and maintaining documentation. Proper licensing strategies
protect brand value and prevent consumer confusion.

Trademark Licensing and Abandonment

Concept of naked licensing
• Naked licensing occurs when trademark owners fail to exercise quality control over licensed products
or services allowing licensees to use the mark without supervision (McDonald's allowing franchisees to
serve any food)

• Legal basis rooted in Lanham Act provisions and common law principles governing trademark
protection and consumer expectations
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• Undermines the core function of trademarks as indicators of consistent quality and source
identification (Coca-Cola formula)

Consequences of naked licensing
• Loss of trademark rights through abandonment rendering the mark unenforceable and potentially
entering public domain (Aspirin)

• Diminished brand value due to inconsistent quality across licensed products or services (Polaroid
cameras)

• Consumer confusion regarding product quality expectations leads to erosion of brand trust and loyalty

• Potential legal liability for false advertising or consumer protection violations (FDA regulations)

Factors in naked licensing determinations
• Quality control measures implemented by licensor including product inspections and establishment of
clear standards (ISO 9001 certification)

• Licensor's active involvement in monitoring licensee operations and providing ongoing training or
guidance

• Contractual provisions explicitly outlining quality control requirements and termination rights for
non-compliance

• Actual control exercised demonstrated through documented inspections and quality assurance efforts

• Nature of licensed products or services considering complexity, variability, and potential risks to
consumer safety (pharmaceutical licensing)

• Relationship between licensor and licensee examining prior dealings, trust, and licensee's relevant
expertise or reputation

Strategies for proper licensing
• Develop comprehensive licensing agreements with detailed quality control provisions and
performance standards

• Implement regular monitoring through scheduled quality checks and surprise audits (mystery
shoppers)

• Maintain thorough documentation of all quality control efforts including inspection reports and licensee
correspondence

• Establish training programs for licensees covering initial onboarding and ongoing education on brand
standards

• Create and distribute clear trademark use guidelines including style guides and approved marketing
materials

• Include robust termination clauses in licensing agreements outlining grounds for termination and
non-compliance procedures

• Practice selective licensing by carefully vetting potential licensees and limiting their number to
maintain effective control
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• Engage in proactive trademark policing to monitor unauthorized use and enforce rights against
infringers

• Conduct periodic reviews of licensing practices through internal audits and consultations with legal
counsel to ensure compliance and effectiveness
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Unit 11 – International Trademarks and
Madrid System
11.1 Paris Convention and TRIPS Agreement
International trademark agreements form the backbone of global brand protection. The Paris Convention
established key principles like national treatment and priority rights, ensuring fair competition and
facilitating international expansion for businesses.

TRIPS further strengthened trademark protection by setting minimum standards and enforcement
mechanisms. It broadened trademark definitions, implemented dispute resolution processes, and extended
protection for well-known marks, creating a more robust global intellectual property framework.

International Trademark Agreements

Key provisions of Paris Convention
• National treatment principle ensures equal rights for foreign and domestic trademark owners fosters
fair competition (McDonald's in Japan)

• Right of priority grants six-month priority period for trademark applications facilitates international
expansion (Nike filing in EU)

• Independence of trademarks requires separate registration and protection in each member country
maintains sovereignty (Coca-Cola registrations)

• Well-known marks protection offers special safeguards for widely recognized trademarks prevents
free-riding (Louis Vuitton logo)

• Telle quelle (as is) provision accepts trademarks in the form registered in home country simplifies
cross-border registration (Nestlé logo)

• Prohibitions on use of state emblems and official signs prevents misuse of government symbols
(Olympic rings)

Strengthening of trademark protection by TRIPS
• Minimum standards of protection broadens trademark definition including service marks expands
scope (FedEx, UPS)

• Enforcement mechanisms establish civil, administrative, and criminal procedures enhances legal
recourse (Counterfeit luxury goods)

• Most-favored-nation treatment ensures equal treatment among all WTO member countries promotes
fairness (Starbucks in China)

• Dispute settlement system implements WTO's binding dispute resolution process resolves
international conflicts (US-China IP disputes)

• Extended protection for well-known marks safeguards beyond similar goods or services prevents
dilution (Rolex for non-watch products)
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Implementation and Impact

Impact on national trademark laws
• Harmonization of trademark laws increases consistency across jurisdictions facilitates global trade
(EU trademark system)

• Adaptation of domestic legislation updates to comply with international standards modernizes legal
frameworks (China's trademark law reforms)

• Enhanced protection for foreign trademark owners levels playing field in global markets (Apple's
trademark protection in India)

• Simplified international registration processes streamlines global brand protection (Madrid System)

• Increased cooperation among national trademark offices improves information sharing and efficiency
(WIPO Global Brand Database)

• Challenges in balancing international obligations with local interests requires careful policy-making
(Traditional knowledge protection)

Minimum standards for trademark protection
• Registrability criteria:

• Distinctiveness requirement ensures marks can distinguish goods or services (Adidas three stripes)

• Non-functionality for three-dimensional marks prevents monopolization of useful features (Coca-Cola
bottle shape)

• Exclusive rights granted to trademark owners prevent unauthorized use by third parties maintains
brand integrity (Nike's "Just Do It")

• Term of protection:

• Minimum seven-year initial term under Paris Convention provides stability for brand investments

• Indefinite renewals in periods of no less than seven years allows long-term brand protection (Kodak's
century-old trademark)

• TRIPS-specific standards:

• Protection for service marks expands trademark coverage to service industries (Airbnb, Uber)

• Prohibition of compulsory licensing for trademarks preserves brand control

• Limited exceptions to trademark rights allows for fair use and descriptive terms (Generic drug names)

• Enforcement measures:

• Border control provisions combat importation of counterfeit goods (Customs seizures of fake designer
bags)

• Availability of injunctive relief provides quick action against infringement (Temporary restraining orders
in trademark disputes)
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11.2 Madrid Protocol: International Registration
The Madrid Protocol streamlines international trademark registration, allowing applicants to file in multiple
countries through a single application. This process, managed by WIPO, offers cost savings and simplified
management, but has limitations like the risk of central attack and language restrictions.

While the Madrid System operates alongside national trademark systems, it relies on them for basic
applications and examinations. Countries apply their own laws when reviewing international registrations,
with rights granted being equivalent to national registrations.

Madrid Protocol: International Registration Process

Process of Madrid Protocol registration
• File basic application or registration in member country (office of origin) must be identical to
international application

• Submit international application through office of origin in English, French, or Spanish

• Office of origin certifies and forwards application to WIPO

• WIPO examines application for formalities ensuring required information and verifying classification of
goods/services

• WIPO registers mark, publishes in WIPO Gazette, and notifies designated countries

• Designated countries examine mark according to national laws within 12 or 18 months

• Mark protected in countries not refusing within time limit (US, EU)

Benefits vs limitations of Madrid System
• Benefits: Single application process for multiple countries saves costs (filing in 10+ countries),
centralized management, ability to add new countries later (territorial extension), simplified renewal
process

• Limitations: Dependence on basic application/registration for 5 years risks central attack, limited to
member countries (not Brazil), no unified examination process, language restrictions for WIPO
communications (English, French, Spanish)

WIPO's role in Madrid System
• Processes international applications, maintains International Register of trademarks

• Publishes registered marks in WIPO Gazette, notifies countries of new registrations/renewals

• Handles territorial extension requests, manages renewal process

• Provides information/resources on Madrid System

• Develops/maintains online tools (Madrid Monitor, Madrid Goods & Services Manager)

Madrid Protocol and national systems
• Operates alongside national systems, based on national application/registration

• Designated countries apply national laws for examination, refusals, oppositions, cancellations
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• Rights granted equivalent to national registration

• Changes to international registration affect national registrations

• National offices communicate with WIPO on mark status

• Transformation allows conversion of cancelled international registration to national applications

• Replacement allows international registration to supersede national registrations (older rights
maintained)

11.3 Territorial Nature of Trademark Rights
Trademark rights are inherently territorial, meaning protection is limited to specific geographic areas
governed by individual country laws. This principle allows identical marks to coexist across borders, like
Dove soap and Dove chocolate, while national treatment ensures equal rights for foreign trademark
owners.

Acquiring trademark rights varies globally, with some countries using first-to-use systems and others
first-to-file. The scope of protection is defined by goods/services classes and geographical limitations.
Challenges include cross-border trade issues, online commerce disputes, and enforcing rights across
multiple jurisdictions.

Territorial Nature of Trademark Rights

Principle of trademark territoriality
• Territoriality principle underpins trademark rights confining legal protection to specific geographic
areas governed by individual country laws

• Independent existence of trademarks allows identical marks to be owned by different entities across
countries (Dove soap vs. Dove chocolate)

• National treatment ensures countries afford foreign trademark owners equal rights as domestic
owners fostering international trade

• Exceptions to territoriality include well-known marks doctrine protecting famous brands globally
(Coca-Cola) and Paris Convention priority rights granting filing date advantages

Acquisition of trademark rights
• Acquisition methods vary: 1. First-to-use system rewards earliest commercial use (United States) 2.
First-to-file system prioritizes earliest registration (China) 3. Dual system combines use and registration
requirements (Canada)

• Registration process involves filing with national trademark offices or regional systems (European
Union Intellectual Property Office)

• Enforcement mechanisms utilize national courts, administrative bodies, and customs authorities to
protect trademark rights

• Scope of protection defined by classes of goods/services (Nice Classification) and geographical
limitations within countries
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Challenges of territorial trademarks
• Cross-border trade issues arise with parallel imports and gray market goods circumventing authorized
distribution channels

• Online commerce challenges include determining jurisdiction in e-commerce disputes and resolving
domain name conflicts (cybersquatting)

• Brand expansion faces market entry barriers due to existing registrations in target countries

• Counterfeiting and infringement across borders complicate enforcement requiring action in multiple
jurisdictions

• Exhaustion of rights doctrines (international vs. national) affect control over resale and importation of
genuine goods

Strategies for global trademark management
• International registration systems streamline protection (Madrid System, European Union Trademark)
reducing costs and complexity

• Trademark watching services monitor global filings and uses alerting owners to potential conflicts

• Local counsel network engages attorneys in key jurisdictions ensuring compliance with local laws and
customs

• Prioritization of markets guides strategic filing based on business expansion plans optimizing
resources

• Consistent branding strategy develops adaptable marks for different markets (McDonald's "I'm lovin'
it" translated globally)

• Licensing and franchising agreements control use of marks in foreign territories maintaining quality
and reputation

• Due diligence in acquisitions and mergers assesses global trademark portfolios identifying risks and
opportunities

• Alternative dispute resolution utilizes mediation and arbitration for international disputes offering
flexibility and cost-effectiveness

11.4 Enforcement of Trademarks Internationally
International trademark enforcement spans various mechanisms, from litigation in foreign courts to online
takedown notices. These tools help brand owners protect their marks globally, but each comes with its own
complexities and jurisdictional challenges.

Customs authorities play a crucial role in preventing counterfeit goods from crossing borders. They use
recordation systems, risk analysis, and cooperation with trademark owners to identify and seize fake
products, though high trade volumes and limited resources pose ongoing challenges.

International Trademark Enforcement Mechanisms

International trademark enforcement mechanisms
• Litigation in foreign courts involves navigating national court systems considering jurisdiction and
applicable laws (US Federal Courts, Chinese People's Courts)
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• International arbitration provides alternative dispute resolution through bodies like WIPO Arbitration
and Mediation Center and ICC International Court of Arbitration

• Domain name dispute resolution employs Uniform Domain-Name Dispute-Resolution Policy (UDRP)
and country-specific policies (Nominet UK)

• Trademark opposition and cancellation proceedings conducted by national trademark offices and
regional systems (USPTO, EUIPO)

• Border measures and customs enforcement prevent importation of counterfeit goods

• Cease and desist letters serve as initial step in addressing infringement

• Online enforcement mechanisms include takedown notices and platform-specific reporting tools
(YouTube Content ID, Amazon Brand Registry)

Customs authorities in counterfeit prevention
• Border control measures involve inspection of goods and detention of suspected counterfeit items

• Recordation systems allow registration of trademarks with customs authorities creating database of
protected marks for reference

• Risk analysis and targeting focuses on profiling high-risk shipments and intelligence gathering

• Cooperation with trademark owners includes providing product information and authentication tools
and training customs officials

• Seizure and destruction of counterfeit goods carried out following proper procedures

• Legal framework encompasses TRIPS Agreement provisions on border measures and national
customs laws

• Challenges in customs enforcement stem from high volume of trade limited resources and
sophisticated counterfeiting techniques

International Agreements and Enforcement Challenges

Agreements for cross-border enforcement
• Bilateral agreements include Memoranda of Understanding (MOUs) between countries and reciprocal
recognition of trademark rights

• Multilateral agreements comprise Paris Convention TRIPS Agreement and Madrid System for
international trademark registration

• Regional agreements establish systems like European Union Trademark and ASEAN Framework
Agreement on Intellectual Property Cooperation

• Free Trade Agreements (FTAs) often include IP provisions (USMCA, EU-Japan EPA)

• Harmonization efforts aim to standardize trademark laws and procedures and promote mutual
recognition of trademark decisions

• Information sharing and cooperation mechanisms facilitate exchange of databases and best practices
in enforcement
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Challenges in weak IP protection countries
• Inadequate legal framework characterized by lack of comprehensive trademark laws and insufficient
penalties for infringement

• Limited enforcement resources result in understaffed IP offices and lack of specialized IP courts

• Corruption and local protectionism lead to bias towards local businesses and influence in legal
proceedings

• Counterfeiting and piracy thrive with large-scale manufacturing of fake goods and difficulties in
tracking infringers

• Cultural attitudes towards IP rights reflect low public awareness and social acceptance of counterfeit
products

• Jurisdictional issues arise from difficulty serving process on foreign entities and enforcing foreign
judgments

• Online infringement challenges stem from cross-border e-commerce platforms and anonymity of
infringers

• Costs and time constraints involve expensive litigation in multiple jurisdictions and lengthy court
proceedings
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Unit 12 – Domain Names and
Cybersquatting
12.1 Anticybersquatting Consumer Protection Act (ACPA)
The Anticybersquatting Consumer Protection Act (ACPA) safeguards trademark owners from bad faith
domain registrations. It establishes a cause of action against those who register or use domain names
similar to protected marks, covering both registered and unregistered trademarks.

ACPA claims require a distinctive mark, confusingly similar domain name, and bad faith intent to profit.
Courts consider factors like trademark rights, legitimate use, and fair use. Remedies include injunctions,
monetary damages, and domain transfer, with protections for good faith registrars.

Understanding the Anticybersquatting Consumer Protection Act (ACPA)

Purpose and provisions of ACPA
• ACPA protects trademark owners from cybersquatting and prevents bad faith registration of domain
names (amazon.con, cocacola.net)

• Establishes cause of action for trademark owners against individuals who register, traffic in, or use
domain names similar to protected marks

• Covers both registered and unregistered trademarks expanding protection beyond traditional
trademark law

• Federal courts have jurisdiction over ACPA claims allowing for consistent application nationwide

• In rem jurisdiction permitted if defendant cannot be located enabling action against domain name itself

Elements of ACPA claims
• Plaintiff's mark must be distinctive or famous when domain was registered (Nike, Apple)

• Domain name identical or confusingly similar to plaintiff's mark (nikeshoes.com, i-phone.com)

• Defendant registered, trafficked in, or used domain name with bad faith intent to profit

• Bad faith factors considered:

• Defendant's trademark rights in domain name

• Domain name's relation to defendant's legal name

• Prior use of domain for legitimate goods/services

• Noncommercial or fair use of mark in accessible site

ACPA Application and Remedies

Case law on ACPA application
• Sporty's Farm L.L.C. v. Sportsman's Market, Inc. established retroactive application of ACPA to
pre-existing disputes
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• Virtual Works, Inc. v. Volkswagen of America, Inc. clarified bad faith intent requirement emphasizing
holistic factor analysis

• Coca-Cola Co. v. Purdy addressed use of famous marks in domain names for criticism distinguishing
legitimate commentary from bad faith registration

Remedies for cybersquatting under ACPA
• Injunctive relief allows courts to order domain name forfeiture, cancellation, or transfer

• Monetary damages include actual damages and profits or statutory damages ($1,000 to $100,000 per
domain)

• Attorney's fees available in exceptional cases incentivizing enforcement of trademark rights

• In rem actions permit action against domain name if owner unlocatable

• Limitations protect good faith domain registrars from liability preserving legitimate registration
practices

12.2 UDRP Proceedings
The Uniform Domain-Name Dispute-Resolution Policy (UDRP) offers a streamlined way to resolve domain
name disputes. It tackles cybersquatting and bad faith registrations, providing a quicker alternative to court
for trademark owners facing online infringement.

UDRP proceedings involve specific steps, from filing a complaint to panel decision. Key elements include
proving the domain's similarity to a trademark, the respondent's lack of rights, and bad faith registration
and use. UDRP differs from ACPA litigation in scope and remedies.

Understanding UDRP Proceedings in Trademark Law

UDRP for domain name disputes
• UDRP administrative procedure resolves domain name disputes efficiently established by ICANN as
alternative to court litigation

• Addresses cybersquatting and bad faith registrations for generic top-level domains (gTLDs) and some
country-code top-level domains (ccTLDs)

• Mandatory for domain name registrants with binding decisions on registrars while preserving court
remedy options

• Applies globally to combat online trademark infringement (cybersquatting.com, brand-confusion.net)

Steps in UDRP proceedings
1. Complainant files with approved dispute resolution provider including required elements and
evidence

2. Provider reviews complaint for UDRP rule compliance and notifies of deficiencies

3. Provider notifies respondent and locks domain to prevent transfer

4. Respondent has 20 days to respond; no automatic default judgment for non-response

5. Provider appoints 1 or 3-member panel; parties may have input on 3-member selection
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6. Panel renders decision within 14 days and publishes

7. Registrar implements decision after 10 business days unless court proceedings initiated

Elements of UDRP complaints
• Domain identical or confusingly similar to complainant's trademark (registered or unregistered)

• Assessed on appearance, sound, and meaning (coca-cola.com vs koka-kola.net)

• Respondent lacks rights or legitimate interests in domain

• Burden shifts to respondent to show legitimate use (news-site.com for actual news website)

• Domain registered and used in bad faith

• Both registration and use must be proven

• Factors: intent to sell for profit, preventing trademark use, disrupting competitor, attracting users for
gain

UDRP vs ACPA litigation
• Both address cybersquatting and require bad faith proof

• UDRP global administrative proceeding vs ACPA U.S. federal law in courts

• UDRP limited to domain transfer/cancellation; ACPA allows monetary damages and attorney fees

• UDRP generally faster and less expensive than ACPA court procedures

• UDRP complainant proves all elements; ACPA has additional statutory factors

• UDRP allows court action instead of formal appeal; ACPA has standard court appeals

• UDRP locks domain during proceeding; ACPA may need separate action to freeze domain

12.3 Trademark Issues in Domain Name Disputes
Trademarks and domain names often intersect in the digital world, creating complex legal issues. This
overlap can lead to disputes like cybersquatting and reverse domain name hijacking, which are addressed
through ICANN's dispute resolution procedures.

The likelihood of confusion test is crucial in resolving domain name disputes, considering factors like
similarity and intent. Trademark dilution, including blurring and tarnishment, also plays a role in these
cases, especially for famous marks.

Trademark and Domain Name Relationships

Trademarks and domain names
• Domain names function as digital identifiers serving as online addresses for websites and often
incorporate company names, brands, or trademarks (Google.com, Apple.com)

• Overlap between trademarks and domain names occurs as both act as source identifiers and domain
names can potentially infringe on trademark rights (Nike.com, Adidas.com)

• Cybersquatting involves registering domain names containing trademarks with bad faith intent to profit
from selling domain names to trademark owners (MicrosoftSupport.com, CocaColaStore.com)
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• Reverse domain name hijacking occurs when trademark owners attempt to seize legitimately
registered domain names (Nissan.com dispute with computer company)

• ICANN oversees the domain name system and implements dispute resolution procedures such as the
Uniform Domain-Name Dispute-Resolution Policy (UDRP)

Likelihood of confusion concept
• Likelihood of confusion test forms the primary basis for trademark infringement claims and applies to
domain name disputes involving similar marks (Amazon.com vs Amazin.com)

• Factors considered in domain name disputes include: 1. Similarity of domain name to trademark 2.
Strength of the trademark 3. Actual confusion among consumers 4. Intent of domain name registrant

• Typosquatting involves registering misspellings of popular trademarks as domain names to exploit
user typing errors and divert traffic (Goggle.com, Faecbook.com)

• Initial interest confusion occurs when temporary confusion attracts consumers to a website and may
constitute infringement even if confusion is dispelled upon reaching the site (Playboy.com vs
PlayboyX.com)

Trademark dilution in disputes
• Trademark dilution concept involves weakening of a famous mark's distinctiveness and does not
require likelihood of confusion (Kodak Bicycles, Xerox Tires)

• Types of dilution in domain name context include:

• Blurring: Use of similar domain names that diminish uniqueness (Tiffany-lamps.com, Nikeshoes.com)

• Tarnishment: Association with inferior or offensive content (Disneyporn.com, Guccisucks.com)

• Federal Trademark Dilution Act provides protection for famous marks against dilution and applies to
domain name disputes involving well-known trademarks

• Proving dilution in domain name cases requires demonstrating mark's fame and distinctiveness and
showing actual or likely dilution through domain name use

Defenses for domain registrants
• Fair use defense allows descriptive use of terms in domain names and nominative fair use for
reference or criticism (BuyOracleSoftware.com, NissanComputersReviews.com)

• First Amendment protection considers free speech in gripe sites or parody domains
(WalMartSucks.com, McDonalds-Kills.com)

• Prior use defense involves demonstrating legitimate use predating trademark registration
(SunMicrosystems.com registered before Sun Microsystems trademark)

• Geographic rights permit using geographically descriptive terms in domain names (Paris-Hotels.com,
NewYorkPizza.net)

• Personal name defense allows individuals to use their own names in domain registrations
(MikeRoweSoft.com dispute with Microsoft)

• Laches and acquiescence involve delay in enforcing rights or implied consent by trademark owner
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• UDRP specific defenses include proving legitimate interests in the domain name and demonstrating
good faith registration and use

12.4 Strategies for Domain Name Protection and Recovery
Protecting domain names is crucial in the digital age. Companies must choose domains wisely, aligning
them with trademarks and registering variations. Monitoring for infringement through automated tools and
regular searches is essential to safeguard online presence.

When disputes arise, businesses can opt for UDRP or ACPA litigation. UDRP offers quicker, cheaper
resolution, while ACPA provides broader remedies. Negotiating domain transfers requires research, clear
communication, and careful legal agreements to ensure smooth ownership transitions.

Domain Name Protection Strategies

Strategies for domain name selection
• Choose domain names aligning with trademark rights using exact matches or close variations of
registered trademarks (coca-cola.com, coke.com)

• Conduct thorough trademark searches in relevant jurisdictions and check for common law trademark
rights before registration

• Register multiple domain name variations securing different top-level domains and names in various
languages or scripts (.com, .net, .org)

• Implement domain name registration policy establishing guidelines and defining approval processes
for new registrations

• Consider defensive domain name registrations securing domains for potential future use or those
competitors might target

Trademark monitoring for infringement
• Implement automated monitoring tools setting up alerts for new domain registrations similar to
trademarks

• Utilize domain watch services tracking new registrations across multiple TLDs

• Employ trademark clearinghouse services registering trademarks with ICANN's Trademark
Clearinghouse

• Conduct regular manual searches performing periodic checks for similar domain names and
cybersquatting attempts

• Analyze traffic data and web analytics monitoring for unexpected drops in website traffic or diversions
to infringing domains

Domain Name Dispute Resolution

UDRP vs ACPA litigation
• UDRP offers faster resolution (2-3 months) with lower costs and no jurisdictional issues but limited
remedies
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• ACPA provides potential monetary damages and broader remedies but involves a longer, more
expensive process with jurisdictional challenges

• Consider factors like urgency, budget constraints, strength of evidence, and desired outcome when
choosing between UDRP and ACPA

Best practices in domain transfer negotiations
• Research domain registrant identifying true owner and assessing motivations

• Establish clear ownership rights gathering evidence of trademark rights and prior use

• Initiate contact professionally sending cease and desist letter outlining trademark rights

• Consider offering compensation for transfer costs proposing reimbursement for registration and
transfer fees

• Set clear deadlines and consequences establishing timeline for response and transfer

• Use escrow service ensuring secure payment and simultaneous domain transfer

• Draft comprehensive transfer agreement including provisions for non-use of similar domains in future
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Unit 13 – Trademarks on Social Media &
Online Platforms
13.1 Social Media Policies and Brand Protection
Social media has become a crucial battleground for trademark protection. Companies must implement
comprehensive policies to guide employee behavior, maintain brand integrity, and safeguard intellectual
property across platforms. These policies cover everything from proper symbol usage to hashtag rules.

Monitoring strategies are essential for detecting and responding to infringement. Tools like brand mention
tracking and image recognition help companies stay vigilant. Clear response protocols ensure swift action
against counterfeit products, unauthorized use, and impersonation accounts, preserving brand value and
consumer trust.

Social Media Policies for Trademark Protection

Social media policy for trademarks
• Key components fortify brand protection and guide employee behavior

• Employee guidelines delineate acceptable social media use preserving brand integrity

• Brand representation rules ensure consistent messaging across platforms

• Customer interaction procedures maintain professionalism and protect trademarks

• Trademark protection measures safeguard intellectual property

• Proper symbol usage (™, ®) reinforces trademark status

• Consistent brand presentation guidelines maintain recognizability

• Hashtag usage rules prevent dilution and maintain control

• Brand identity preservation strategies maintain cohesive image

• Visual guidelines specify logo usage, color schemes, and typography

• Tone and voice guidelines ensure consistent brand personality

• Content approval processes maintain quality and compliance

Monitoring strategies for infringement
• Social media monitoring tools enable proactive protection

• Brand mention tracking software alerts to potential misuse (Mention, Hootsuite)

• Image recognition technology identifies unauthorized visual representations

• Hashtag monitoring detects trending discussions and potential infringement

• Types of infringement require vigilant observation

• Counterfeit products erode brand value and consumer trust
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• Unauthorized use of logos or slogans dilutes brand distinctiveness

• Impersonation accounts mislead consumers and damage reputation

• Response protocols ensure swift and effective action

• Escalation procedures define clear chain of command for addressing issues

• Documentation of infringement instances builds case for legal action

• Coordination with legal team ensures appropriate and timely responses

Legal Considerations and Enforcement

Legal aspects of user-generated content
• User-generated content types present unique challenges

• Comments can inadvertently or intentionally misuse trademarks

• Reviews may contain unauthorized trademark usage or false associations

• Fan art often incorporates trademarked elements requiring careful consideration

• Potential trademark issues with UGC necessitate vigilance

• Dilution weakens trademark distinctiveness through overuse or misuse

• Tarnishment damages reputation through association with inferior products

• False association misleads consumers about brand affiliations

• Platform-specific policies impact trademark protection strategies

• Terms of service outline platform stance on trademark use in UGC

• DMCA safe harbor provisions limit platform liability for user infringement

• Legal doctrines affecting UGC and trademarks shape enforcement approach

• Fair use allows limited trademark use for commentary or criticism

• Nominative use permits referencing trademarks to identify goods or services

• First Amendment considerations balance free speech with trademark rights

Enforcement vs reputation management
• Graduated response approach balances firmness with diplomacy 1. Educational outreach informs
users of proper trademark use 2. Cease and desist letters formally request compliance 3. Platform
takedown requests remove infringing content

• Balancing enforcement with public relations requires finesse

• Overzealous enforcement can backfire causing negative publicity (Bacardi)

• Distinguishing between fans and infringers prevents alienating supporters

• Collaboration with influencers and brand advocates extends protection

• Guidelines for authorized use empower positive brand representation
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• Influencer agreements formalize trademark usage expectations

• Alternative dispute resolution methods offer non-litigious solutions

• Mediation facilitates mutually agreeable resolutions

• Arbitration provides binding decisions outside court system

• Trademark enforcement strategies optimize resource allocation

• Selective enforcement focuses on high-impact cases

• Prioritizing infringements targets most damaging violations

• Documentation and record-keeping support long-term protection

• Tracking enforcement actions demonstrates consistent protection efforts

• Maintaining evidence of use and protection bolsters legal position

13.2 Influencer Marketing and Endorsements
Influencer marketing blends legal and practical considerations. From FTC disclosure guidelines to
managing brand risks, marketers must navigate a complex landscape of regulations and best practices to
create effective campaigns.

Successful influencer partnerships require careful vetting, clear contracts, and ongoing monitoring. Case
studies highlight both triumphs and pitfalls, offering valuable lessons for crafting authentic, compliant
influencer collaborations across various industries and borders.

Legal and Practical Aspects of Influencer Marketing

Legal disclosure of sponsored content
• Federal Trade Commission guidelines mandate clear disclosure of material connections between
influencers and brands

• Hashtags #ad, #sponsored, or #paid used to indicate paid partnerships

• Disclosure placement above "more" button on Instagram and within first 3 lines of YouTube
descriptions ensures visibility

• Platform-specific tools like Instagram's "Paid partnership with" feature and Facebook's branded
content tools facilitate transparent disclosure

• Disclosure language must be unambiguous, easily understood, and in same language as
endorsement

• Content-specific disclosure methods vary for photos, videos, live streams, and ephemeral content
(Instagram Stories)

Risks in influencer marketing campaigns
• False advertising claims arise from misleading product reviews or exaggerated benefits

• Trademark infringement occurs through unauthorized brand name usage or improper hashtags

• Copyright violations stem from using copyrighted music or images without permission
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• Privacy concerns emerge when sharing personal information without consent

• Regulatory violations result from failing to disclose material connections or non-compliance with
industry regulations (FDA, FCC)

• Reputation damage caused by influencer misconduct or inconsistent brand messaging can harm
company image

Guidelines for influencer management
• Vetting process includes background checks and content audits to identify past controversies

• Brand value alignment ensures tone consistency and target audience overlap

• Contractual agreements outline disclosure requirements, content approval processes, and exclusivity
clauses

• Performance metrics track engagement rates and conversions to measure campaign success

• Crisis management plans establish procedures for addressing controversies and include termination
clauses

• Ongoing monitoring involves regular content reviews and social media listening to maintain brand
integrity

Case studies of influencer campaigns
• Successful campaigns demonstrate proper disclosure practices and authentic brand integration
(Glossier, Daniel Wellington)

• Problematic campaigns highlight FTC violations, trademark disputes, and backlash from misleading
content (Fyre Festival, Sunday Riley)

• Legal precedents shaped by key court decisions and FTC enforcement actions inform future
campaigns

• Industry-specific case studies reveal unique challenges in beauty, fashion, and food sectors

• Cross-border campaigns navigate international disclosure requirements and cultural sensitivities
(Revolve, Gymshark)

13.3 Online Marketplaces and Counterfeiting
Online marketplaces have revolutionized commerce but also created new challenges for trademark
enforcement. The global nature of e-commerce, rapid transactions, and seller anonymity make it difficult to
combat counterfeiting effectively on platforms like Amazon and eBay.

Platforms are implementing measures like proactive monitoring, seller verification, and brand registry
programs to fight counterfeits. Legal obligations, international cooperation, and emerging technologies are
also key in addressing this complex issue in the digital age.

Online Marketplaces and Counterfeiting in Trademark Law

Trademark enforcement on online marketplaces
• Global nature of e-commerce complicates enforcement across jurisdictions and makes identifying
counterfeiters challenging (Amazon, eBay)
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• Volume and speed of online transactions enable rapid listing and removal of counterfeit goods,
hindering effective monitoring (Wish, AliExpress)

• Seller anonymity through fake identities and multiple accounts impedes detection (Etsy, Shopify)

• Technological limitations of automated systems struggle to detect sophisticated counterfeits and verify
product authenticity online

• Limited liability of online platforms due to safe harbor provisions in some jurisdictions makes
establishing platform knowledge of infringement difficult

Effectiveness of anti-counterfeiting measures
• Proactive monitoring combines automated content recognition systems with human review teams to
identify potential counterfeits

• Seller verification processes require identity verification and business documentation checks to reduce
anonymous sellers

• Trademark registration programs like brand registry systems offer expedited takedown processes for
registered brands (Amazon Brand Registry)

• Consumer education initiatives launch buyer awareness campaigns and provide product authenticity
guides to empower consumers

• Collaboration with law enforcement involves information sharing and participation in anti-counterfeiting
task forces (Europol)

• Blockchain and AI technologies enable product tracking, authentication, and machine learning for
counterfeit detection (IBM Blockchain)

Legal obligations of online platforms
• Notice and takedown requirements mandate timely removal of reported infringing listings and
establish procedures for trademark owners to submit complaints

• Due diligence obligations compel reasonable efforts to prevent counterfeit listings and implement
anti-counterfeiting measures

• Secondary liability considerations include contributory infringement standards and vicarious liability
risks for platforms

• Safe harbor provisions outline conditions for immunity from liability and compliance with specific legal
requirements (DMCA)

• Transparency and reporting duties require disclosure of anti-counterfeiting efforts and cooperation
with law enforcement inquiries

International cooperation against counterfeiting
• Multilateral agreements like TRIPS and Paris Convention provide framework for enforcement and
protection of industrial property

• Cross-border enforcement initiatives coordinate joint operations between national customs agencies
and foster information sharing networks
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• Harmonization efforts standardize online marketplace regulations (EU Digital Services Act) and
implement WIPO guidelines for member states

• Public-private partnerships facilitate collaboration between governments and e-commerce platforms
(Alibaba Anti-Counterfeiting Alliance)

• International organizations like INTERPOL and WCO coordinate operations against online
counterfeiters and customs agencies

• Capacity building programs offer training for developing countries' enforcement agencies and
technology transfer for improved detection capabilities

13.4 Digital Rights Management for Trademarks
Digital Rights Management (DRM) is a crucial tool for protecting trademarks in the digital realm. It uses
tech-based measures to control access and prevent unauthorized use of digital content containing
trademarks, safeguarding brand integrity and reducing infringement.

DRM for trademarks involves legal and technical aspects, including compliance with laws and use of
encryption and access control systems. While effective in reducing unauthorized use, DRM faces
challenges like interoperability issues and potential conflicts with fair use principles in trademark law.

Digital Rights Management for Trademarks

Role of DRM for trademarks
• DRM employs technology-based measures to control access and use of digital content containing
trademarks

• DRM prevents unauthorized use of trademarks by monitoring usage and enforcing licensing
agreements

• Protects digital trademark assets including logos, brand images, product designs, and multimedia
content (commercials, branded videos)

• DRM maintains brand integrity by reducing counterfeiting and infringement while enhancing control
over brand representation in digital spaces

Legal and technical aspects of DRM
• Legal considerations involve compliance with trademark laws, digital copyright regulations, and
contractual obligations in licensing agreements

• Technical implementation uses encryption of digital files, digital watermarking, and access control
systems to protect trademarks

• Challenges include interoperability issues between different DRM systems, user experience concerns,
and potential for circumvention by determined actors

• DRM integrates with existing trademark protection strategies complementing traditional registration
and enforcement while enhancing online brand protection efforts

Effectiveness of DRM for trademarks
• Effectiveness measured by reduction in unauthorized use incidents, increased detection of
infringement, and revenue protection from licensed use
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• Limitations stem from technological vulnerabilities, user workarounds, and difficulty protecting certain
types of trademark assets (slogans, color marks)

• Successful implementations seen across industries (entertainment, software) with quantitative
outcomes showing reduced piracy rates

• DRM compared to alternative protection methods like traditional legal enforcement, educational
initiatives, and collaborative industry efforts (anti-counterfeiting coalitions)

DRM vs fair use principles
• Fair use in trademark law allows nominative use, descriptive use, and use for criticism or commentary
without infringing rights

• Potential conflicts arise when DRM systems overreach inhibiting legitimate uses and impacting
innovation and competition

• Legal precedents addressing DRM and fair use include cases on reverse engineering software for
interoperability (Sega v. Accolade)

• Balancing protection and fair use requires flexible DRM implementations, clear guidelines for
permissible uses, and efficient dispute resolution mechanisms

• Stakeholders hold varying perspectives trademark owners favor strong protection while consumers
and competitors advocate for broader fair use allowances
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Unit 14 – Trade Dress, Color & Sound
Trademarks
14.1 Trade Dress Protection and Distinctiveness
Trade dress in trademark law protects the visual elements of a product or brand, like packaging, design,
and overall look. It goes beyond words and logos, safeguarding distinctive visual features that contribute to
brand identity and consumer recognition.

To get trade dress protection, a design must be distinctive and non-functional. This means it should be
unique or have acquired secondary meaning, and not be essential to the product's use. Courts have
shaped these requirements through key cases like Two Pesos and Wal-Mart Stores.

Understanding Trade Dress in Trademark Law

Trade dress in trademark law
• Trade dress encompasses visual appearance of a product or packaging, conveying overall image or
total look (Coca-Cola bottle shape)

• Extends trademark protection beyond words and logos safeguarding distinctive visual elements
(McDonald's restaurant design)

• Covers product packaging, design, restaurant decor, website layout protecting brand identity (Apple
store layout)

Requirements for trade dress protection
• Distinctiveness requirement demands unique or unusual design (Tide detergent bottle)

• Inherent distinctiveness involves arbitrary or fanciful elements

• Acquired distinctiveness (secondary meaning) develops through consumer recognition

• Factors: length of use, advertising, sales volume

• Non-functionality requirement ensures trade dress not essential to product use (Louboutin red soles)

• Utilitarian functionality prohibits protection of essential features

• Aesthetic functionality prevents monopolizing design elements affecting competition

• Additional requirements include use in commerce and priority of use

Trade Dress Case Law and Distinctions

Case law on trade dress
• Two Pesos v. Taco Cabana (1992) established inherently distinctive trade dress protection without
secondary meaning

• Wal-Mart Stores v. Samara Brothers (2000) distinguished product packaging from product design
trade dress
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• TrafFix Devices v. Marketing Displays (2001) clarified non-functionality requirement

• Qualitex Co. v. Jacobson Products (1995) expanded protection to include color alone (pink fiberglass
insulation)

Product packaging vs product design
• Product packaging trade dress can be inherently distinctive (Pringles can)

• Unique bottle shapes, distinctive labels easier to protect without secondary meaning

• Product design trade dress requires secondary meaning for protection (Coca-Cola bottle shape)

• Overall look of a product, shape of a guitar more difficult to protect

• Classification determines evidentiary burden and influences litigation strategy

• Borderline cases may have elements of both packaging and design requiring court determination

14.2 Color Marks: Single Color and Color Combinations
Color marks in trademark law present unique challenges and opportunities for brand protection. From
single hues to distinctive combinations, colors can serve as powerful identifiers. Understanding the legal
requirements and precedents is crucial for businesses seeking to trademark their signature shades.

Qualitex v. Jacobson Products revolutionized color mark protection, rejecting a blanket ban on single-color
trademarks. This landmark case shifted USPTO practices, emphasizing consumer association over
inherent distinctiveness. It also highlighted the importance of balancing trademark rights with fair
competition.

Color Marks in Trademark Law

Legal protection of single color trademarks
• Distinctiveness requirement demands acquired distinctiveness through secondary meaning as
inherent distinctiveness not applicable to single colors

• Non-functionality doctrine ensures color serves no utilitarian purpose and considers aesthetic
functionality

• Graphical representation necessitates clear depiction using color identification systems (Pantone)

• Substantial use in commerce demonstrates market presence and consumer recognition

• No likelihood of confusion with existing marks prevents market confusion and brand dilution

Challenges of color mark secondary meaning
• Extended exclusive use period establishes consumer association over time

• Substantial advertising and promotion builds brand recognition linked to color

• Consumer surveys demonstrate public recognition and association

• Sales volume and market share data indicate commercial success tied to color

• Unsolicited media coverage shows public interest and recognition

• Intentional copying by competitors suggests commercial value of color
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• Difficulty distinguishing product recognition from color recognition complicates proof

• Overcoming color depletion theory arguments requires showing sufficient alternative colors

Impact of Qualitex on color marks
• Qualitex Co. v. Jacobson Products Co. (1995) rejected categorical bar on single-color trademarks

• Emphasized consumer association over inherent distinctiveness for protection

• Shifted USPTO practice for color mark applications increasing acceptance

• Placed burden of proof for secondary meaning on applicant

• Considered competitive needs in color availability balancing protection and competition

Single colors vs color combinations
• Registration requirements differ single colors always need secondary meaning proof while
combinations may be inherently distinctive

• Distinctiveness threshold higher for single colors lower for unique color combinations

• Protection scope narrower for single colors broader for specific color combinations

• Functionality considerations more scrutinized for single colors less for arbitrary combinations

• Likelihood of confusion analysis applies different factors for singles vs combinations

• Protected marks examples include Owens-Corning pink fiberglass insulation (single) and UPS brown
and gold (combination)

14.3 Sound Marks and Scent Marks
Sound and scent marks add a sensory dimension to trademark law. These non-traditional marks must
function as source identifiers, requiring detailed descriptions and proof of distinctiveness. Challenges
include accurately representing these marks and navigating functionality issues.

Notable cases have shaped the landscape for sound and scent marks. From the NBC chimes to the
plumeria-scented thread, these decisions have expanded protectable subject matter and refined analysis
for non-traditional marks, emphasizing non-functionality and distinctiveness.

Sound Marks and Scent Marks in Trademark Law

Requirements for sound and scent marks
• Sound marks must function as source identifiers requiring detailed written descriptions and audio file
submissions (NBC chimes)

• Scent marks need non-functionality and distinctiveness with detailed written descriptions but no
drawing requirement (plumeria scent for sewing thread)

• Both types demand commercial use, avoid genericness or mere descriptiveness, and prevent
confusion with existing marks

• Sound marks often utilize musical notes or onomatopoeias in descriptions while scent marks rely on
analogies to familiar odors
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Distinctiveness vs functionality issues
• Inherently distinctive sounds or scents bypass acquired distinctiveness requirement (MGM lion roar)

• Secondary meaning proves acquired distinctiveness through consumer association

• Utilitarian functionality doctrine bars protection of essential product features

• Aesthetic functionality considers competitive need for appealing features

• Consumer perception challenges arise due to non-traditional nature of marks

• Scent depletion theory argues limited pleasant scents restrict monopolization

Challenges in mark representation
• Accurate sound and scent descriptions pose difficulties due to sensory subjectivity

• Enforcement struggles with proving confusion and detecting marketplace infringement

• International protection varies with some countries requiring graphical representation

• Evidence preservation for litigation necessitates special techniques for sensory marks

• Expert testimony often needed to explain nuances of sound and scent perception

Notable sound and scent mark cases
• NBC chimes registration showcased distinctiveness of simple sound sequences

• MGM lion roar protection demonstrated iconic status of animal sounds in branding

• Harley-Davidson engine sound application highlighted challenges in protecting functional sounds

• In re Clarke established registrability of scent marks (plumeria scent for sewing thread)

• Verizon Wireless store scent case explored use of ambient scents as trademarks

• Key decisions emphasize non-functionality importance and distinctiveness evidence standards

• Cases expanded protectable subject matter and refined non-traditional mark analysis

14.4 Challenges in Registering and Enforcing Non-Traditional Marks
Non-traditional trademarks pose unique challenges in registration and enforcement. From scents to
sounds, these marks face hurdles in graphical representation, distinctiveness demonstration, and
functionality objections. Overcoming these obstacles requires innovative approaches and compelling
evidence.

Enforcing non-traditional marks involves navigating complex issues like likelihood of confusion for
non-visual marks and proving actual confusion in real-world scenarios. The expanded scope of trademark
protection raises concerns about anticompetitive effects and the balance between consumer protection
and fair competition.
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Registration and Evidentiary Challenges

Challenges of non-traditional trademarks
• Graphical representation hurdles impede registration of scent marks and sound marks requiring
innovative depiction methods

• Distinctiveness demonstration complicates color mark registration necessitating proof of acquired
distinctiveness through extensive use

• Functionality objections demand overcoming both utilitarian and aesthetic functionality concerns to
secure registration

• Use in commerce evidence presents unique challenges for hologram marks and motion marks
requiring clear demonstration of actual use

• Distinguishing from generic or descriptive elements proves difficult for shape marks and texture marks
needing careful delineation

Proving distinctiveness and non-functionality
• Distinctiveness evidence encompasses consumer surveys gauging recognition, sales figures
demonstrating market penetration, advertising expenditures showcasing promotional efforts, and media
coverage indicating public awareness

• Non-functionality evidence involves presenting alternative designs proving non-essentiality,
demonstrating lack of competitive need, and analyzing manufacturing costs to show
non-cost-effectiveness

• Acquired distinctiveness (secondary meaning) requires proving length and exclusivity of use
establishing consumer association, amount and manner of advertising creating brand recognition, and
volume of sales indicating market success

• Inherent distinctiveness hinges on unusual and memorable nature of the mark setting it apart from
competitors and immediate connection to the product or service facilitating quick consumer
identification

Enforcement and Protection Scope

Enforcement of non-traditional marks
• Likelihood of confusion determination faces visual comparison challenges for non-visual marks
(scents, sounds) and requires contextual analysis for trade dress (product packaging, store layouts)

• Actual confusion proof encounters limited consumer recognition hurdles and difficulty documenting
instances of confusion in real-world scenarios

• Fame establishment for dilution claims faces higher threshold for non-traditional marks and must
consider niche market factors (specialized industries)

• Fair use defenses pose obstacles including nominative fair use (referencing trademark holder) and
descriptive fair use (using mark in non-trademark sense)

• International enforcement grapples with varying recognition of non-traditional marks across
jurisdictions and ongoing harmonization efforts (Madrid Protocol)
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Impact on trademark protection scope
• Protectable subject matter expands to include product configurations (Coca-Cola bottle shape) and
store layouts (Apple Store design) broadening trademark landscape

• Anticompetitive effects arise from potential monopolization of functional features and depletion of
available designs in certain industries

• Consumer protection and competition balance requires navigating trademark incursion into patent and
copyright domains and considering public domain implications

• Trademark searching and clearance face increased complexity in freedom-to-operate analyses and
necessitate multisensory search strategies (visual, auditory, olfactory)

• Branding strategies evolve to incorporate holistic brand experiences and multisensory marketing
approaches leveraging non-traditional marks
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Unit 15 – Trademark Law and the First
Amendment
15.1 Commercial Speech Doctrine
Commercial speech in trademark law covers ads and marketing that propose transactions or promote
goods. It's evolved from no protection to limited First Amendment rights, with key cases shaping its
regulation of false advertising and trademark use.

The doctrine balances free speech with consumer protection using intermediate scrutiny. Courts apply the
Central Hudson test to analyze restrictions, weighing truthfulness, government interest, and narrow
tailoring in trademark cases.

Understanding the Commercial Speech Doctrine in Trademark Law

Commercial speech doctrine in trademark law
• Speech proposing commercial transactions or promoting goods and services (advertisements,
marketing materials)

• Historical development shifted from no protection to limited protection under First Amendment

• Regulates false or misleading advertising and restricts trademark use in commercial contexts

• Key Supreme Court cases shaped doctrine (Virginia State Board of Pharmacy v. Virginia Citizens
Consumer Council, Central Hudson Gas & Electric Corp. v. Public Service Commission)

First Amendment protection of commercial speech
• Intermediate scrutiny standard applies less protection than political speech, more than obscenity

• Central Hudson test employs four-part analysis for commercial speech restrictions

• Protection level considers truthfulness, substantial government interest, direct advancement, and
narrow tailoring

• Balances free speech rights with consumer protection and fair competition

Commercial vs non-commercial speech distinctions
• Commercial speech motivated by profit, references specific products or services

• Non-commercial speech includes political, social, or artistic expression without direct economic
motivation

• Mixed speech scenarios arise in corporate speech on public issues and cause-related marketing

• Higher burden for restricting non-commercial use of trademarks, fair use and free speech defenses
apply
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Balancing test for commercial speech restrictions
• Central Hudson test components: 1. Lawful activity and non-misleading speech 2. Substantial
government interest 3. Direct advancement of interest 4. Not more extensive than necessary

• Applied in trademark cases to analyze government's interest in preventing consumer confusion

• Considers alternative, less restrictive measures to achieve government goals

• Evolving standards and debates over effectiveness of Central Hudson test ongoing

15.2 Expressive Use of Trademarks
Trademarks aren't just for identifying products. They can be used to express ideas, make statements, or
create art. This intersection of trademark rights and free speech creates a delicate balance that courts
must navigate carefully.

When it comes to expressive use, trademarks can show up in parodies, criticism, commentary, and more.
Courts consider factors like confusion, purpose, and public interest to determine if these uses are protected
by the First Amendment.

First Amendment Protections and Expressive Use

Expressive use of trademarks
• Trademarks utilized beyond source identification communicates ideas or expresses viewpoints
(political statements on t-shirts)

• First Amendment safeguards freedom of speech intersects with trademark rights balancing protection
and free expression

• Courts navigate tension between trademark owners' rights and public's expressive use (parody
products, critical reviews)

• Legal system recognizes First Amendment implications in trademark cases acknowledges importance
of free speech in society

Forms of expressive use
• Parody humorously imitates or satirizes trademarks often exaggerating features (Chewy Vuiton dog
toys)

• Criticism employs trademarks to express negative opinions about brands or companies (complaint
websites, comparative ads)

• Commentary uses trademarks to discuss broader issues may include artistic or literary references
(brand symbols in protest art)

• Nominative fair use refers to trademark to identify the actual product or service (repair shops
mentioning car brands)

• Descriptive fair use utilizes trademarked terms in their ordinary, descriptive sense (sweet and sour
sauce)

• News reporting and commentary incorporates trademarks in factual or editorial content (business
news articles)
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Factors for First Amendment protection
• Likelihood of confusion analysis examines potential consumer misunderstanding about source or
affiliation

• Nature and purpose of use considers artistic, political, or commercial motivations behind trademark
usage

• Relevance to underlying work or message assesses how integral the trademark is to the expressive
content

• Alternatives available evaluates whether the message could be conveyed without using the specific
trademark

• Degree of transformation measures how much the mark has been altered or repurposed from its
original context

• Commercial vs. non-commercial speech considerations generally afford greater protection to
non-commercial expressive uses

• Public interest and social value weighs contribution to public discourse or artistic expression in society

Rogers test for artistic works
• Originated from Rogers v. Grimaldi case in 2nd Circuit Court of Appeals established framework for
analyzing trademark use in artistic contexts

• Two-prong Rogers test: 1. Artistic relevance prong requires use to have some artistic relevance to the
underlying work (minimum threshold) 2. Explicit misleading prong prohibits uses that explicitly mislead
as to source or content of the work

• Applied to various media including films, books, video games, and other artistic creations (movie titles,
fictional brands in stories)

• Balancing test weighs First Amendment interests against potential consumer confusion considers both
expressive value and trademark protection

• Not universally adopted by all circuits may vary in application across different jurisdictions

• Some courts expand Rogers beyond titles apply test to content of artistic works (characters' use of
trademarks in narratives)

• Interacts with traditional likelihood of confusion factors courts may consider both Rogers and standard
infringement analysis in decision-making process

15.3 Disparaging, Immoral, and Scandalous Marks
Trademark law has grappled with balancing free speech and public morality. The Lanham Act initially
banned registering disparaging marks, but this faced criticism for potential viewpoint discrimination and
chilling effects on expression.

Two landmark Supreme Court cases, Matal v. Tam and Iancu v. Brunetti, struck down bans on disparaging
and immoral marks as unconstitutional. This expanded protectable subject matter but raised concerns
about offensive trademarks and balancing competing interests.
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Historical and Constitutional Context

Historical treatment of disparaging marks
• Lanham Act of 1946 Section 2(a) prohibited registration of disparaging, immoral, and scandalous
marks aimed to protect public morality and avoid government endorsement of offensive content

• Subjective nature of determinations led to inconsistent enforcement over time rejecting marks
containing racial slurs (Washington Redskins), profanity (FUCT), and sexually explicit content (Pussy
Natural Energy)

• Criticisms arose due to potential viewpoint discrimination and chilling effect on free speech limiting
expression in branding and marketing

Constitutionality of registration restrictions
• First Amendment considerations examined government regulation of speech and commercial speech
doctrine in trademark context

• Viewpoint discrimination concerns raised due to content-based restrictions on speech subject to strict
scrutiny standard

• Government speech doctrine explored implications of treating trademark registration as government
speech for First Amendment analysis

• Central Hudson test applied four-part analysis for restrictions on commercial speech: 1) lawful activity
and not misleading, 2) substantial government interest, 3) directly advances interest, 4) not more
extensive than necessary

• Unconstitutional conditions doctrine questioned linking government benefits to waiver of constitutional
rights in trademark registration process

Impact of Matal v. Tam
• Asian-American band "The Slants" sought trademark registration challenging disparagement clause

• Supreme Court unanimously struck down disparagement clause as unconstitutional in 2017

• Key holdings established trademarks as private speech, not government speech, and disparagement
clause constituted viewpoint discrimination

• Removal of bar on registering disparaging marks increased protection for potentially offensive marks
(DYKES ON BIKES)

• Criticisms raised concerns about potential increase in offensive or hateful trademarks, necessitating
balance between free speech and public interest

Implications of Iancu v. Brunetti
• Erik Brunetti attempted to register "FUCT" clothing brand challenging immoral or scandalous provision

• Supreme Court struck down provision as unconstitutional in 2019 finding it discriminated based on
viewpoint

• Removal of bar on registering immoral or scandalous marks expanded protectable subject matter in
trademark law
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• Practical consequences included potential flood of applications for previously prohibited marks (BONG
HITS 4 JESUS) and challenges for USPTO in processing new applications

• Future considerations involve potential for narrowly tailored restrictions and balancing trademark
protection with other societal interests such as preventing consumer confusion or protecting minors

15.4 Recent Supreme Court Decisions on Trademark Registration and
Free Speech
Recent Supreme Court decisions have reshaped trademark registration and free speech. The Court struck
down restrictions on disparaging, immoral, and scandalous marks, emphasizing viewpoint neutrality and
expanding First Amendment protections for trademarks.

These rulings have far-reaching consequences for trademark law. They've opened doors for controversial
marks, shifted focus to other registration criteria, and sparked debates on balancing free speech with public
sensibilities in commercial contexts.

Recent Supreme Court Decisions on Trademark Registration and Free
Speech

Supreme Court on trademarks and speech
• Matal v. Tam (2017) struck down disparagement clause of Lanham Act prohibited registering
trademarks that disparage persons, groups, or beliefs (The Slants)

• Iancu v. Brunetti (2019) invalidated Lanham Act's bar on registering immoral or scandalous
trademarks infringed free speech rights (FUCT clothing brand)

• Both decisions emphasized viewpoint neutrality in government regulations crucial for protecting free
speech

• Established trademark registration not government speech but private speech deserving First
Amendment protection

Impact of Matal v. Tam
• Eliminated USPTO's ability to reject trademarks based on disparagement expanded protection for
controversial marks (Washington Redskins)

• Shifted focus from content-based restrictions to viewpoint-neutral criteria like distinctiveness and
likelihood of confusion

• Increased reliance on market forces to regulate offensive trademarks through consumer choices

• Raised questions about other content-based restrictions in trademark law (geographic misdescription,
surnames)

• Sparked debate on balance between free speech and protecting marginalized groups from harmful
speech

Implications of Iancu v. Brunetti
• Removed ban on registering immoral or scandalous trademarks opened door for marks with profanity
or sexual content (S.H.I.T. - So Happy It's Thursday)
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• Challenged USPTO to develop new guidelines for trademark examination without relying on
subjective morality judgments

• Highlighted tension between free speech and public sensibilities in commercial context

• Potentially increased workload for trademark examiners evaluating previously prohibited marks

• Sparked discussions on potential narrowly tailored, viewpoint-neutral restrictions to replace broad
morality clauses

Consequences for trademark law
• Strengthened protection for commercial speech under First Amendment expanded scope of
registrable marks

• Potential increase in applications for controversial trademarks testing boundaries of new standards

• Greater reliance on other aspects of trademark law to regulate marks (likelihood of confusion,
distinctiveness)

• Renewed debate on balance between free speech and trademark rights in commercial context

• Possible challenges to remaining content-based restrictions in trademark law (flags, coats of arms)

• Increased importance of consumer perception and market forces in trademark valuation and
regulation

• Potential impact on international trademark agreements and harmonization efforts (Paris Convention)

• Possible legislative attempts to create narrowly tailored, viewpoint-neutral restrictions addressing
specific concerns


